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DALAM MAHKAMAH RAYUAN MALAYSIA 
(BIDANG KUASA RAYUAN) 

RAYUAN SIVIL NO. W-02-3255-10 
 

ANTARA 

HIU KUAN HOE (NO. K/P : 730219-14-5613)  …. PERAYU 

DAN 

SOCIETE DES PRODUITS NESTLE S.A.  …. RESPONDEN 

 

[Dalam perkara Usul Pemula No. D-25(IP)-4-2010 

Dalam Mahkamah Tinggi Malaya di Kuala Lumpur  

(Bahagian Dagang) 

 

Dalam Perkara Permohonan Cap Dagang 

No.03006696 untuk mendaftarkan Cap 

Dagang “LOTTENIDOO” dalam Kelas 29 di 

Malaysia di atas nama HIU KUAN HOE 

Dan 

Dalam Perkara Suatu Bangkangan 

Terhadapnya oleh SOCIETE DES PRODUITS 

NESTLE S.A. menurut Akta Cap Dagang 
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1976 dan Peraturan-Peraturan Cap Dagang 

1997. 

Dan 

Dalam Perkara Suatu Rayuan terhadap 

Keputusan bertarikh 02-06-2010 oleh 

Pendaftar Cap Dagang bagi pihak 

Perbadanan Harta Intelek Malaysia menurut 

Seksyen 28(5) dan (6) Akta Cap Dagang 1976 

dan Aturan 87 Kaedah-Kaedah Mahkamah 

Tinggi 1980. 

Antara 

Hiu Kuan Hoe (No. K/P : 730219-14-5613) …. Perayu 

Dan 

Societe Des Produits Nestle S.A.   …. Responden] 

 

CORAM: 

LOW HOP BING, J.C.A. 

MOHD HISHAMUDIN YUNUS, J.C.A. 

LINTON ALBERT, J.C.A. 
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MAJORITY JUDGMENT OF THE COURT  
(Low Hop Bing, J.C.A. dissenting) 

 

        The appellant had applied to the Registrar of Trade Marks, 

Malaysia ‘the Registrar’ to register “LotteNidoo” as a trade mark.  The 

respondent, as proprietor of the trade mark “Nido” had opposed the 

appellant’s application.  The Registrar refused the appellant’s application 

and the ensuing appeal to the High Court was also dismissed.  The 

learned High Court Judge had agreed with the Registrar’s refusal to 

register the appellant’s trade mark pursuant to sections 14(1)(a), 19(1) 

and 25(1) of the Trade Marks Act 1976 ‘the Act’. 

 

 The refusal to register the appellant’s application was grounded 

on the salient features surrounding “LotteNidoo” and “Nido” which were 

these.  They both refer to goods of the same description which was milk 

and milk based products for human consumption and targeted at the 

same class of consumers.  The respondent had used its “Nido” trade 

mark in Malaysia since 2002, which was much earlier than the 

appellant’s use of “LotteNidoo”.  The doctrine of imperfect recollection 

operated against the appellant because consumers could possibly fail to 

differentiate between “LotteNidoo” and “Nido” and thus likely to cause 
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confusion.  This was because the respondent’s trade mark “Nido” was 

wholly transposed into “LotteNidoo” thus giving rise to the possibility that 

consumers may be deceived into equating “Nido” with “LotteNido”.  

Having set out the circumstances as aforesaid, the learned High Court 

Judge made a finding that the appellant’s application had fallen afoul of 

sections 19 and 14 of the Act and that the Registrar had rightly refused 

the appellant’s application pursuant to section 25(3) of the Act. 

 

 The relevant provisions of the Act pursuant to which the 

appellant’s application was refused are these: 

  

 Section 14: 

 

(1) A mark or part of a mark shall not be registered as a trade 

mark - 

 

(a) If the use of which is likely to deceive or cause    

confusion to the public or would be contrary to law; 

 

  and 
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 Section 19: 

 

(1) No trade mark shall be registered in respect of any goods 

or description of goods - 

 

(a) ………………………………………………………………

……………………………………………………………… 

 

(b) that so nearly resembles such a trade mark as is likely 

to deceive or cause confusion. 

 

 Section 25: 

 

(3)   Subject to the provisions of this Act, the Register may 

refuse the application or may accept it absolutely or 

subject ot such conditions, amendments, modifications or 

limitations, if any, as he may think right to impose. 
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 Similarities between the appellant’s trade mark and the 

respondent’s pre-existing trade mark do not necessarily mean that they 

are likely to deceive or cause confusion.  In the instant appeal, the only 

similarity is patently tenuous in that it merely consists of the 

transposition of the respondent’s trade mark “Nido” to six other 

alphabets to form “LotteNidoo” which the appellant unsuccessfully 

applied to register.  It is inconceivable, in our view, that simply because 

“Nido” has been transposed to form “LotteNidoo” it is likely to deceive or 

cause confusion.  The learned High Court Judge was clearly wrong to 

magnify the prominence of “Nido” in isolation while at the same time 

totally disregarding the other alphabets which make up “LotteNidoo”.  

There was, therefore, a misapplication of the facts on the part of the 

learned High Court Judge.  It also follows that the doctrine of imperfect 

recollection was misapplied when “LotteNido” was equated with “Nido” 

simply on the possibility that some consumers who have a recollection 

of  “Nido” may be so deceived or confused to accept “LotteNidoo” as 

one and the same.  That would constitute stretching the doctrine to its 

illogical limits. 
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 In the circumstances and for the reasons aforesaid, the learned 

High Court Judge was clearly wrong in upholding the decision of the 

Registrar in refusing to register the appellant’s trade mark.  We 

therefore, allowed the appeal with costs. 

     

                                                                t.t. 
       Linton Albert 

        Judge, Court of Appeal 
                     Putrajaya  
 

             Dated:    25 March 2012 

 

COUNSEL 

 
For the Appellant:  Mrss. Sreenevasan 
     Peguamcara bagi pihak Perayu 
     Tingkat Bawah 
     Kompleks Pejabat Damansara 
     Kuala Lumpur 
     (No. Ruj: AS.2010.0768) 

 
 

For the Respondent : Mrss. Tay & Partners 
     Peguamcara bagi pihak Responden 
     Tingkat 6, Plaza See Hoy Chan 
     Jalan Raja Chulan 
     50200 Kuala Lumpur 


