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JUDGMENT OF THE COURTJUDGMENT OF THE COURTJUDGMENT OF THE COURTJUDGMENT OF THE COURT    

 
The The The The Four (4) Four (4) Four (4) Four (4) AppealAppealAppealAppealssss    
    
    
1. There are four appeals, heard together before us.  

The appeals are: 

 
(a) Appeal No. W-02(IPCV)(W)-1913-08/2012 

(Appeal 1913); 

 
(b) Appeal No. W-02(IPCV)(W)-1914-08/2012 

(Appeal 1914); 

 
(c) Appeal No. W-02(IPCV)(W)-1916-08/2012 

(Appeal 1916); and 

 
(d) Appeal No. W-02(IPCV)(A)-1917-08/2012 

(Appeal 1917). 

 
2. These appeals by the Appellants/Defendants are 

against the whole of the judgment of the learned 

Judicial Commissioner handed down at the Kuala 

Lumpur High Court on 3 July 2012 where the learned 

Judicial Commissioner had in effect allowed the 
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Respondent/Plaintiff’s claims for infringement of the 

Respondent/Plaintiff’s registered industrial design in 

the 624 Design by all the Appellants/Defendants in 

Appeal 1913, Appeal 1914 and Appeal 1916; as well 

as the Respondent/Plaintiff’s application for 

invalidation and expungment of the Appellant’s 

registered industrial design in the 855 Design in 

Appeal 1917. 

    
BackgroundBackgroundBackgroundBackground    proceedingsproceedingsproceedingsproceedings    

    
3. At the High Court, the Respondent/Plaintiff 

(Tropicana Products, Inc) had concurrently filed six 

(6) suits comprising of four (4) infringement suits 

and two (2) invalidation suits which were related to 

the Respondent’s registered 624 Design against 

different Defendants.  The six (6) suits are as 

follows: 

 
(a) Kuala   Lumpur   High   Court   Civil   Suit   No. 

D-22IP-66-2010: Tropicana Products, Inc v  

F&N Dairies (Malaysia) Sdn Bhd (Suit 66); 
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(b) Kuala Lumpur High Court Civil Suit No. D5-

22IP-59-2010: Tropicana Products, Inc v F&N 

Beverages Manufacturing Sdn Bhd (Suit 59); 

 
(c) Kuala Lumpur High Court Civil Suit No. D5-

22IP-41-2010: Tropicana Products, Inc v F&N 

Beverages Manufacturing Sdn Bhd (Suit 41); 

 
(d) Kuala Lumpur High Court Civil Suit No. D-22IP-

12-2010: Tropicana Products, Inc v Freshie (M) 

Sdn Bhd & GCH Retail (M) Sdn Bhd (Suit 12); 

 
(e) Kuala Lumpur High Court Civil Suit No. D-25IP-

10-2010: Tropicana Products, Inc v GCH Retail 

(Malaysia) Sdn Bhd (Motion 10); and 

 
(f) Kuala Lumpur High Court Civil Suit No. D-25IP-

1-2011: Tropicana Products, Inc v Fraser and 

Neave, Limited (Motion 1). 

 
4. In “Suit 66”, the Respondent/Plaintiff, a company 

incorporated in the United States of America, being 

the proprietor of the 624 Design (Multiple Malaysian 
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Industrial Design Registration No. MY-06-00624 with 

a certificate of registration bearing the date of 10 

Februari 2006) alleged that the Appellant/ 

Defendant, F&N Diaries (M) Sdn Bhd has infringed 

its 624 Design by manufacturing, offering for sale, 

using for purposes of trade and commerce and 

selling its bottled product (“Sunkist Dash”) using a 

bottle design which is an obvious or fraudulent 

imitation of the Respondent’s 624 Design.  The 

decision of the learned Judicial Commissioner in 

Suit 66 is now the subject matter in Appeal 1913. 

 
5. In “Suit 59”, the Respondent/Plaintiff alleged that the 

Appellant/Defendant (F&N Beverages 

Manufacturing Sdn Bhd) has infringed its 624 Design 

by manufacturing, using for purposes of trade and 

commerce, offering for sale and selling its bottled 

product (“Fruit Tree”) using a bottle design which is 

an obvious or fraudulent imitation of the 

Respondent’s 624 Design.  The learned Judicial 

Commissioner allowed the Respondent/Plaintiff’s 
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claim.  The said decision of the learned Judicial 

Commissioner in Suit 59, is now the subject matter 

in Appeal 1914. 

 
6. In “Suit 41”, the Respondent/Plaintiff alleged that the 

Appellant/Defendant (F&N Beverages 

Manufacturing Sdn Bhd) likewise, has infringed its 

624 Design by manufacturing, using for purposes of 

trade and commerce, offering for sale and selling its 

bottled product (“Seasons”) using a bottle design 

which is an obvious or fraudulent imitation of the 

Respondent’s 624 Design.  The learned Judicial 

Commissioner allowed the Respondent/Plaintiff’s 

claim.  The decision of the learned Judicial 

Commissioner in Suit 59, is now the subject matter 

in Appeal 1916. 

 

7. In “Suit 12”, the Respondent/Plaintiff alleged that the 

Defendants (Freshie (M) Sdn Bhd & GCH Retail (M) 

Sdn Bhd) have infringed its 624 Design by 

manufacturing, using for purposes of trade and 
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commerce, offering for sale and selling its bottled 

product (“First Choice”) using a bottle design which 

is an obvious or fraudulent imitation of the 

Respondent’s 624 Design.  The learned Judicial 

Commissioner allowed the Respondent/Plaintiff’s 

claim.  There has been no appeal against the 

decision of the learned Judicial Commissioner in 

respect of this Suit 12. 

 
8. In “Motion 10”, the same Respondent/Applicant 

sought to revoke the Defendant’s (GCH Retail (M) 

Sdn Bhd) registered industrial design No MY-09-

00650-0101 (which was filed and registered in 2009 

i.e. three years after the Respondent’s registered 

624 Design).  The learned Judicial Commissioner 

allowed the Respondent/Applicant’s claim.  There 

has been no appeal against the decision of the 

learned Judicial Commissioner in respect of this 

“Motion 10”. 
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9. In “Motion 1”, the same Respondent/Applicant 

sought to revoke the Defendant’s (Fraser & Neave 

Limited) registered industrial design No. MY-09-

00855-0101 (which was also filed and registered in 

2009 i.e. three years after the Respondent’s 

registered 624 Design).  The learned Judicial 

Commissioner allowed the Respondent/Applicant’s 

claim.  The decision of the learned Judicial 

Commissioner in this “Motion 1” is now the subject 

matter in Appeal 1917. 

 
10. The Defendants in all the four (4) infringement suits 

(Suit 66, Suit 41, Suit 59 and Suit 12) disputed and 

denied the Respondent’s allegations that they had 

infringed the Respondent’s 624 Design; and stated 

that the said Respondent’s 624 Design, upon which 

the four actions were based, was not a valid and 

subsisting design in Malaysia under the Industrial 

Design Act 1996 (IDA 1996) on the grounds that: 
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(a) the registration of the said 624 Design was bad 

and contrary to the provisions of IDA 1996; 

 
(b) the said 624 Design is a design that consists of 

features of shape or configuration which are 

wholly dictated by the function for which it is to 

perform; and  

 
(c) the said 624 Design is not new at its priority 

date. 

 
11. Consequently, all the Defendants in the four 

infringement suits have counter-claimed for 

revocation of the said Respondent’s 624 Design and 

the design be expunged from the register. 

 
12. The High Court had on 21 Mac 2011 directed that all 

the six (6) suits (infringement and invalidation suits) 

be consolidated and heard together.  It was agreed 

that the evidence in one suit would apply to the 

other suits.  It was also agreed that should the High 

Court make a finding of invalidation of the 624 

Design in one suit, such finding would consequently 
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also apply to all the other related suits.  The trial 

went on for nine days.  The Respondent/Plaintiff had 

called (5) witnesses and the Defendants had called 

(12) witnesses. 

 
13. In relation to all the four (4) infringement suits (Suit 

66, Suit 59, Suit 41 and Suit 12) the learned Judicial 

Commissioner found that the Defendants had 

infringed the Respondent’s 624 Design on the 

ground that there are sufficient similarities between 

the Respondent’s 624 Design and the Defendants’ 

bottles designs to raise an inference that the 

Defendants’ bottles designs are obvious imitations 

of the Respondent’s said 624 Design. 

 
14. Accordingly the learned Judicial Commissioner had 

on 3 July 2012 allowed the Respondent/Plaintiff’s 

claims in all the four (4) infringement suits against 

the Defendants and granted injunctive reliefs as well 

as declaratory reliefs as prayed for by the 

Respondent in its Statements of Claim.  The learned 

Judicial Commissioner had also made other 
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consequential orders for the Defendants to deliver 

up the infringing goods and all informations and 

other related documents to the Respondent within 

seven days from the date of the judgment; as well as 

enquiry as to damages suffered by the Respondent 

or accounts of profits plus 8% interest on the 

amount calculated after the enquiry.  The 

Defendants were also ordered to pay all costs 

arising from any interlocutory proceedings relating 

to these actions.  

 
15. In respect of the invalidation motions (“Motion 10” 

and “Motion 1”) the learned Judicial Commissioner 

had also allowed the Respondent’s applications and 

made orders to the effect of invalidating the 

Defendants’ registered industrial designs No. MY-

09-00650-0101 (in “Motion 10”) and No. MY-09-

00855-0101 (in “Motion 1”) respectively and that 

those designs be revoked and expunged from the 

register. 
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16. A stay of the above judgments/orders was obtained 

on 11 September 2012. 

 
Appeal 1913, Appeal 1914, Appeal 1916 & Appeal 1917Appeal 1913, Appeal 1914, Appeal 1916 & Appeal 1917Appeal 1913, Appeal 1914, Appeal 1916 & Appeal 1917Appeal 1913, Appeal 1914, Appeal 1916 & Appeal 1917    

 
17. Appeal 1913, Appeal 1914 and Appeal 1916 are 

against the decision of the learned Judicial 

Commissioner (in Suit 66, Suit 59 and Suit 41) in 

allowing the Respondent’s claims for infringement of 

its 624 Design against the Appellants; as well as 

against the dismissal of their respective counter-

claims for invalidation of the Respondent’s 624 

Design.  Appeal 1917, on the other hand, is against 

the decision of the learned Judicial Commissioner 

(in Motion 1) in allowing the Respondent’s 

application to invalidate or expunge the Appellant’s 

855 Design. 

 

18. All the four (4) appeals before us were earlier 

ordered to be heard together.  There is no issue on 

this.  All parties agreed to proceed on the appeals 

on the premise that they were to be heard together.  
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As at the High Court, parties before us had also 

agreed that a finding of invalidation of the 

Respondent’s 624 Design in any one of the appeals 

would also apply to all other related appeals. 

 
19. On that premise, we shall first deal with the issue of 

invalidation of the Respondent’s 624 Design as 

claimed by the Appellants in their respective 

counter-claims in Suit 66, Suit 59 and Suit 41.  If 

their counter-claims are allowed and the 

Respondent’s 624 Design is invalidated and 

expunged from the register, then the Respondent’s 

claim for infringement against the Appellants must 

fall.  The infringement issue can only be dealt with if 

the court dismisses the counter-claims and hold that 

the Respondent’s 624 Design is valid, and should 

remain on the register. 

    
Invalidation of the Respondent’s 624 DesiInvalidation of the Respondent’s 624 DesiInvalidation of the Respondent’s 624 DesiInvalidation of the Respondent’s 624 Designgngngn    

 
20. The Appellants claimed that the Respondent’s 624 

Design does not qualify for protection under the IDA 
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1996 and therefore should have been invalidated 

and expunged from the register kept by the 

Malaysian Industrial Designs Office (IDRO) on the 

grounds that it was not new or novel at its priority 

date in view of the existence of the POKKA bottle 

design; it consists of features of shape or 

configuration which are dictated solely by the 

function which the bottle has to perform; and it is a 

registration for a part or parts of an article which is 

contrary to the provisions of the IDA 1996. 

 
21. An industrial design can only be registered and 

enjoy the protection under the IDA 1996 if it satisfies 

the two – fold requirements under section 12 of the 

IDA 1996 i.e. it must be new or novel (section 12(1)) 

and it is an “industrial design” as defined under 

section 3(1) of the IDA 1996.  A design which fails to 

fulfill these requirements is clearly not registrable 

under the IDA 1996 and cannot qualify for any 

protection under the Act. 

 
22. Section 12 of the IDA 1996 provides: 
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“ 12. Registrable industrial design 

 
(1) Subject to this Act, an industrial design shall not be 

registered unless it is new. 

 
(2) An industrial design for which an application for 

registration is made shall not be considered to be new if, 

before the priority date of that application, it or an 

industrial design differing from it only in immaterial 

details or in features commonly used in the relevant 

trade: 

 
(a) was disclosed to the public anywhere in Malaysia; 

or 

 
(b) was the subject matter of another application for 

registration of an industrial design filed in 

Malaysia but having an earlier priority date made 

by a different applicant in so far as that subject 

matter was included in a registration granted on 

the basis of that order application.” 
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23. Reading both the provisions of section 12(1) 

together with section 12(2)(a) of the Act, the clear 

conclusion one can arrive at is this:  if there is a 

disclosure or publication in Malaysia of an industrial 

design which is similar or substantially similar or 

differs only in immaterial details or in features 

commonly used in the relevant trade prior to the 

priority date of the Respondent’s 624 Design, then 

the Respondent’s 624 Design would be rendered 

invalid for registration under the Act. 

 
Definition of “industrial design” Section 3(1) of the IDA Definition of “industrial design” Section 3(1) of the IDA Definition of “industrial design” Section 3(1) of the IDA Definition of “industrial design” Section 3(1) of the IDA 

1996199619961996    

 
24. First and foremost, a registrable industrial design 

under the IDA 1996, particularly section 12, 

specifically refers to an “industrial design” as defined 

under section 3(1) of the IDA. 

25. Section 3(1) of the IDA defines an “industrial design” 

as “features of shape” configuration, pattern or ornament 

applied to an article by any industrial process or means, being 
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features which in the finished article appeal to and are judged 

by the eye, but does not include- 

 
(a) a method or principle of construction; or 

(b) features of shape or configuration of an article which- 

 
(i) are dictated solely by the function which the 

article has to perform; or 

 
(ii) are dependent upon the appearance of another 

article of which the article is intended by the 

author of the design to form an integral part.” 

    
EyeEyeEyeEye----appealappealappealappeal    

    
26. For the purpose of the present appeals on this issue, 

“industrial design” refers to “features which in the finished 

article appeal to and are judged by the eye, but does not 

include features that are not dictated solely by function”.  The 

definition has two – limbs, namely – the positive limb 

(being features which appeal to and are judged by the eye) 

and the negative limb or exclusionary limb (being 

features which are dictated solely by function).  The positive 
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limb must be read together with the negative limb.  It 

cannot be read in isolation from its negative 

counterpart, in determining whether a design 

satisfied the definition of an “industrial design” under 

the IDA 1996.  In other words an industrial design 

must not only fulfill the positive limb, it should also 

be not excluded by the negative or exclusionary limb 

in order to be registrable. 

 
27. Lord Pearson in the case of Amp IncorporateAmp IncorporateAmp IncorporateAmp Incorporated v d v d v d v 

Utilux Proprietary Ltd [1972] Utilux Proprietary Ltd [1972] Utilux Proprietary Ltd [1972] Utilux Proprietary Ltd [1972] RPC 103; [1971] FSR RPC 103; [1971] FSR RPC 103; [1971] FSR RPC 103; [1971] FSR 

572 572 572 572 ––––    House of LordsHouse of LordsHouse of LordsHouse of Lords, had clarified that for the 

purpose of the exclusionary limb in the definition, 

the words “dictated by” as found in the definition, 

means “attributable to or caused or prompted by”. 

 
28. The Privy Council, in the case of Interlego Interlego Interlego Interlego     AAAAGGGG        v v v v 

Tyco Industries Tyco Industries Tyco Industries Tyco Industries LtdLtdLtdLtd    [1988] RPC 343[1988] RPC 343[1988] RPC 343[1988] RPC 343 (following the 

decision of the House of Lords in Amp Incorporated Amp Incorporated Amp Incorporated Amp Incorporated 

(supra)(supra)(supra)(supra) had ruled that:  
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“A particular shape was dictated solely by function if its 

relevant features were brought about by, or were 

attributable only to, the function which the article in that 

shape was to perform, even if the same function could be 

performed by an article of different shape.” 

 
29. Another guiding principle which is applicable for 

consideration in the present appeals before us is 

what Lord Oliver of Aylmerton in    InterInterInterInterllllego AG ego AG ego AG ego AG 

(supra)(supra)(supra)(supra) had said: 

 
“The exclusion of features dictated solely by function 

was to be construed as treating the whole shape or 

configuration as registrable (assuming that it had eye-

appeal) unless every feature was dictated solely by 

functional considerations, in which case the exclusion 

operated even though the article might also have eye-

appeal, but any feature which went beyond those 

dictated solely by function would entitle the shape as a 

whole to protection”. 

 
30. It was held in that case (Interlego AGInterlego AGInterlego AGInterlego AG) that: 
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“A shape could be registered as a design only if it had “eye-

appeal”.  The eye was that of the prospective customer and the 

appeal was that created by a distinctiveness of the shape, 

pattern or ornamentation calculated to influence the 

customer’s choice….  The question was whether the features of 

the shape or configuration, taken as a whole and in 

combination, appealed to the eye.” 

 
31. In relation to this positive part of the definition, the 

question now is: in what manner and to whose eye 

the features of the Respondent’s 624 Design appeal 

to that needs to be considered. 

 
32. In the present case, the article to which the features 

of the 624 Design had been applied to was very 

specific which is a PET bottle that would undergo 

the hot-filled process.  (“PET” bottle refers to the 

“polyethylene terephthalate” bottle which is 

generally reinforced to ensure that the bottle will not 

be disfigured once the beverage within the bottle 

cool down after undergoing a hot-filled bottling 

process whereby beverage is filled into the bottle at 
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high temperature and later cools down leading to 

vacuum being created within the bottle). 

 
33. The design in question relates to a PET bottle which 

could withstand the hot-filled process, when 

beverages or juice are poured into the bottle at a 

very high temperature.  Therefore the customers of 

the bottle must refer to customers who purchase the 

bottles for that specific purpose.  They are different 

from the customers who purchase the beverages or 

juice in the said bottles. 

 
34. Lord Reid in Amp Amp Amp Amp IncorporatedIncorporatedIncorporatedIncorporated    (supra)(supra)(supra)(supra) when 

considering “eye appeal” has this to say: 

 
“Then there come the words ‘being features which in the finished 

article appeal to and are judged solely by the eye.’  This must be 

intended to be a limitation of the foregoing generality.  The eye 

must be the eye of the customer if I am right in holding that the 

policy of the Act was to preserve to the owner of the design the 

commercial value resulting from customers preferring the 

appearance of articles which have the design to that of those 

which do not have it.  So the design must be one which appeals to 
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the eye of some customers.  And the words ‘judged solely by the 

eye’ must be intended to exclude cases where a customer might 

choose an article of that shape not because of its appearance but 

because he thought that the shape made it more useful to him.” 

 
35. Other than the two exclusions (a) and (b) to the 

definition of “industrial design” in section 3(1) of the 

IDA 1996, the features of shape or configuration of 

the finished article must “appeal to and are judged 

by the eye” before it can be registrable.  An article is 

excluded from the definition and therefore not 

registrable as an industrial design if its features of 

shape or configuration are dictated solely by the function 

which the article has to perform, even if the article “appeal 

to the eye”.  If the shape or configuration is not there 

to appeal to the eye but solely to make the article 

work then it is excluded from statutory protection 

(per Lord Reid and Lord Donovan – in Amp Amp Amp Amp 

Incorporated (supra)Incorporated (supra)Incorporated (supra)Incorporated (supra). 

 
36. It has been stressed by the House of Lords in Amp Amp Amp Amp 

Incorporated (supra)Incorporated (supra)Incorporated (supra)Incorporated (supra) that in considering “appeal to 
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the eye” it was the eye of the customer, not the 

court, which is relevant.  In that case Viscount 

Dilhorne (at pages 118-119 of the report) said: 

 
“I agree that the eye in question is the eye of the customer on a 

visual test.  The customers for terminals of the receptacle and tab 

variety are electricians and those concerned with electric wiring.  

I do not think it impossible that an electrician looking at the 

respondents’ terminal would say that it appealed to his eye.  He 

might say that it looked to him a cleaner and stronger type of 

terminal than any of the others which were shown to us.  He might 

say that looking at it, it appeared to him the most useful for his 

purpose.  I therefore think that the designs of the terminals 

registered by the respondents satisfy the first part of the definition 

of design, and if that stood alone, the registrations would be valid. 

 
Why though would such a terminal appeal to the eye of an 

electrician? A silver teapot may be made in many different shapes.  

Some will attract some customers and some others.  They will be 

attracted by a particular shape not because one teapot serves the 

purpose for which it is made better than another.  But a terminal 

will appeal to the eye of an electrician only if he thinks it best for 

his purpose.  It is its suitability for its function that will decide his 

choice and the last part of the definition makes it clear that if its 

shape and configuration are dictated solely by its function, as in 
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my opinion it was in this case, it is not regitrable as a design 

under the Act.” 

 
37. For the purpose of the definition the features that 

constitute a design must be visible in the finished 

article.  The emphasis is on external appearance of 

the article.  This has been explained by Lord 

Pearson in Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra) case as 

follows: 

 
“The emphasis is on external appearance, but not every external 

appearance of any article constitutes a design.  There must be in 

some way a special, peculiar, distinctive, significant or striking 

appearance – something which catches the eye and in this sense 

appeals to the eye”. 

 

38. Lord Avonside in GA Harvey & Co (London) Ltd v GA Harvey & Co (London) Ltd v GA Harvey & Co (London) Ltd v GA Harvey & Co (London) Ltd v 

Secure Fittings Ltd [1966] RPC 515Secure Fittings Ltd [1966] RPC 515Secure Fittings Ltd [1966] RPC 515Secure Fittings Ltd [1966] RPC 515 had also 

touched on the same issue when His Lordship said: 

 
“There is no doubt that the design is to be applied to an article.  

The judge of the design is the eye and the eye alone and to eye it 

must appeal.  The design to appeal must be noticeable and have 

some perceptible appearance of an individual character.  Where, 
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as in the present instance, the design is for a shape or 

configuration of the article as a whole, the only effective 

application of the design rests in making an article of that shape 

or configuration.  In that situation, in order to achieve application 

of design to an article, the article produced must be such as 

appeals to the eye as possessing, by reason of its shape or 

configuration, features which distinguish it from others of its type 

and class.” 

 
39. The words “judged by the eye” will exclude cases 

where it is shown that the customer is not influenced 

in choice by appearance only but by the criteria of 

suitability for purpose (see: Martin Howe, on Martin Howe, on Martin Howe, on Martin Howe, on 

Industrial DesignIndustrial DesignIndustrial DesignIndustrial Designssss, Seventh Edition, Seventh Edition, Seventh Edition, Seventh Edition,,,,    Sweet and Sweet and Sweet and Sweet and 

Maxwell, 2005 Maxwell, 2005 Maxwell, 2005 Maxwell, 2005 ––––    page 88page 88page 88page 88).  Different designs may 

appeal to the eyes of different classes of customers 

for differing reasons (dicta of Viscount Dilhorne in 

Amp Incorporated (suAmp Incorporated (suAmp Incorporated (suAmp Incorporated (supra)pra)pra)pra).) 

 
40. In the present case, the learned Judicial 

Commissioner was satisfied that the Respondent 

had adduced considerable evidence at the trial for 

the purpose of demonstrating that the Respondent’s 
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bottle has eye-appeal, is attractive and the 

consumers would buy the product based on the 

bottle’s design.  The learned Judicial Commissioner 

had expressed that “in this present case it appears 

to me” the eye must be the eye of the ordinary 

customer, namely, PW3 and PW5 and not the eye of 

DW3 who is the marketing manager or DW2 who is 

an expert witness on the hot-fill process. 

 
41. The learned Judicial Commissioner had cited the 

ruling in Valeo Vision Societe Anonyme And Another Valeo Vision Societe Anonyme And Another Valeo Vision Societe Anonyme And Another Valeo Vision Societe Anonyme And Another 

v Flexible Lamps Limited [1995] RPC 205v Flexible Lamps Limited [1995] RPC 205v Flexible Lamps Limited [1995] RPC 205v Flexible Lamps Limited [1995] RPC 205 where it 

was held: 

“It is established law that … the court must adopt the 

mantle of purchaser of the relevant article … It is not the 

mantle of the expert that should be worn as he is trained 

to discern small differences..”. 

 
42. The learned Judicial Commissioner had also cited a 

passage from Amp IncorporateAmp IncorporateAmp IncorporateAmp Incorporated case (supra)d case (supra)d case (supra)d case (supra) to the 

effect that: “The eye concerned will be the eye, not of the 

court but of the person who may be deciding whether or not to 
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acquire the finished article possessing the feature in question 

…  It must be calculated to attract the attention of the 

beholder”. 

 
43. To satisfy the “eye-appeal” requirement the 

Respondent had called two witnesses namely PW3 

and PW5, whom the learned Judicial Commissioner 

described as “completely independent of both 

parties to this dispute and clearly are honest 

witnesses who gave their evidence fairly”.  The 

learned Judicial Commissioner also noted that the 

Appellants/Defendants “do not produce consumer 

witness to rebut the Respondent/Plaintiff’s evidence 

on this issue.” 

 
44. As has been said earlier in Amp Incorporated Amp Incorporated Amp Incorporated Amp Incorporated 

(supra)(supra)(supra)(supra), the eye refers to the eye “of the person who 

may be deciding whether or not to acquire the finished article 

possessing the feature in question.”    Also, in Valeo Vision Valeo Vision Valeo Vision Valeo Vision 

Society (supra)Society (supra)Society (supra)Society (supra) it was established that “the court must 

adopt the mantle of purchaser of the relevant article.”  
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45. From the above authorities it is clear that the subject 

matter to be acquired or purchased refers to “the 

relevant finished article”  possessing the feature in 

question; and the customer must refer to the 

purchaser of the said “finished article”. 

 
46. In line with the definition of “industrial design” in 

section 3(1) of the IDA 1996 and the decisions 

established in Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra) as well as 

the decision of the Privy Council in IntIntIntInteeeerlego A.G rlego A.G rlego A.G rlego A.G 

(supra)(supra)(supra)(supra) (which affirmed the decision of the House of 

Lords in Amp IncorporatedAmp IncorporatedAmp IncorporatedAmp Incorporated), it is our considered 

view that the relevant features of the design of 

shape or configuration relate to the design as 

registered under the Respondent’s 624 Design; and 

the “finished article” must refer to the bottles in 

question.  Therefore the customers for the said 

bottles (as the finished articles) must necessarily 

refer to those persons who are in the business of 

manufacturing beverages or juices or drinks in the 

bottles.  They are the real customers who purchase 
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the bottles, possessing the features in the design.  

PW3 and PW5 are ordinary customers of the drinks 

i.e. the juice products (in the bottles) who purchased 

them from the supermarket shelves that come with 

sleeves and labels indicating its brand, and with 

juices contained in them.  They are not the 

customers of the “finished articles” i.e. the bottles 

possessing the design in question.  Both PW3 and 

PW5 admitted in evidence that what dictated their 

purchase of the juice products was a range of 

factors including and not limited to the price, brand, 

taste, its appearance, and the convenience in 

getting the products and so forth.  There is nothing 

at all in the evidence of PW3 and PW5 to suggest 

that both of them had, at any material time, 

purchased or had reason to purchase bottles such 

as those bearing the 624 Design purely on its own, 

without the juice products and the labels. 

 
47. The burden is still on the Respondent as the Plaintiff 

at the trial court to establish the ‘eye-appeal’ 
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element by adducing evidence from the real 

customers of the ‘finished articles’ in question i.e. 

the bottles.  Both PW3 and PW5 to our mind are not 

the real customers for that purpose.  Therefore, we 

are of the view that the ‘eye-appeal’ element in the 

features in the finished article, which is the main 

consideration under the definition, is not 

established.  On this ground alone, we find that the 

Respondent’s 624 Design does not fall under the 

definition of “industrial design” under section 3(1) of 

the IDA 1996 and therefore not registrable under 

section 12 of the same Act.  As clearly said by Lord 

Oliver of Aylmerton in    InterleInterleInterleInterlego Ago Ago Ago AG (supra):G (supra):G (supra):G (supra):  “It is the 

essential requirement of a “design” as defined by the Act that 

it has ‘eye-appeal’.  If it does not have that then it fails to 

qualify without reference to the exclusion at all.” 

    
Dictated Dictated Dictated Dictated ssssolely by olely by olely by olely by ffffunctionunctionunctionunction    

    
48. For the purpose of completeness, we shall now deal 

with the issue of functionality of the features of 
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shape or configuration i.e. “features which are dictated 

solely by the function which the article has to perform.” 

 
49. The definition of “industrial design” under section 

3(1) of the IDA 1996 expressly excludes the features 

of shape or configuration of an article which are 

dictated solely by the function which the article has 

to perform, from the definition.  In short, a design is 

not an industrial design (as defined) if the features 

are dictated solely by the function which the article 

has to perform, even though the said article passes 

the ‘eye-appeal’ test.  On this issue, Viscount 

Dilhorne in Amp Amp Amp Amp Incorporated (supra)Incorporated (supra)Incorporated (supra)Incorporated (supra) had clearly 

stated in his judgment that: 

 
“So, if the designs contain any feature or features 

applied by an industrial process which appeal to the eye 

when judged solely by the eye, if those features are 

dictated solely by the function which the terminal has to 

perform, the designs are not registrable under the Act.” 
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50. The phrase “dictated solely by function” means 

“attributable to or caused or prompted by function” (see: 

Amp Incorporated (supra).Amp Incorporated (supra).Amp Incorporated (supra).Amp Incorporated (supra).  Lord Oliver of Aylmerton 

in Interlego A.G (supra)Interlego A.G (supra)Interlego A.G (supra)Interlego A.G (supra) stated:  

 
“Secondly, the negative part of the definition does not involve, in 

order demonstrating that a particular shape is “dictated solely” 

by function, showing that function could not have been performed 

by an article in some other shape.  All that has to be shown is that 

the relevant features of the shape were brought about only by, or 

are attributable only to, the function which the article of that 

shape is to perform, even if the same function could equally well 

be performed by an article of a different shape.  Thirdly, if every 

feature of the shape is one which is attributable solely to the 

function which is finished article is to perform, and then the 

exclusion operates even though the shape may also have eye 

appeal.” 

 
51. The test to be applied in determining whether or not 

the features of shape and configuration of the 

design in question are dictated solely by the function 

that the impugned article is to perform has been set 

out in the case of Amp Inc (supra)Amp Inc (supra)Amp Inc (supra)Amp Inc (supra) where the House 

of Lords were invited to consider whether the 
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features of the design in question there were 

dictated solely by function and whether the designs 

appealed to and were judged solely by the eye. 

 
52. The real test in determining whether or not the 

features are dictated by function is an absolute one.  

It is no answer to the claim that other articles 

bearing other features of shape and configuration 

also serve the same function. The question is 

whether the features of shape and configuration 

were designed to fulfill functional means.  Lord 

Morris in his judgment in AmpAmpAmpAmp    Incorporated (supra) Incorporated (supra) Incorporated (supra) Incorporated (supra) 

had said:  

 
“…. that other shapes of other terminals might also be 

dictated by the function to be performed by them will not 

alter the fact that the shape of Amp’s terminal was 

dictated only by functional considerations…”. 

 
53. The Appellants in the present appeals contended 

that the Respondent’s 624 Design is not an industrial 

design within the meaning of section 3(1) of the IDA 
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1996 as it consists of shape and configuration which 

are dictated solely by the function which the article 

i.e. the bottle has to perform.  To support that 

contention, the Appellant argued that every feature 

of the shape and configuration of the 624 Design is 

wholly functional in nature.  The PET bottles used in 

the hot-fill bottling process must be reinforced to 

counter the effect of the vacuum created within the 

bottle after the beverage, which is filled into the 

bottles at high temperature, cools down, as 

explained by Dr Siti Norbaiyah Abdul Malek (DW2), a 

food packaging expert. 

 
54. In her evidence, (DW2) testified that the hot-filled 

bottling process is a process whereby beverages 

are filled into bottle at high temperature.  The bottle 

will then be capped when the beverages are still hot 

and will thereafter be cooled down before being 

sleeved.  However this leads to vacuum being 

created within the bottle when the beverages cool 

down and hence, PET hot-filled bottle is generally 
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reinforced to ensure that the bottle is not disfigured 

once the beverages within the bottle cool down. 

 
55. A chapter extracted from an engineering textbook 

entitled “Applied Plastics Engineering Handbook” 

clearly states that there are several critical design 

areas that are necessary to reinforce the bottle.  At 

pp. 615 – 616 it reads as follows: 

 
“Hot filled packages end up under vacuum after returning to 

room temperature due to the thermal shrinkage of the content.  

Regular PET containers will collapse by buckling under the 

vacuum.  Special features must be incorporated into the design to 

mitigate the effect of the vacuum.  The major feature in reducing 

vacuum stresses in the container is the incorporation of vacuum 

panels, which move inward preferentially to their surroundings 

because of the pressure differential between the outside and the 

inside.  A typical design of vacuum panels is shown in Figure 

35.24.  Most common in round bottles are six vacuum panels.  It is 

not unusual to find reinforcing ribs above and below the vacuum 

panel section.  Round bottles are also designed with a rather 

heavy rib about their waist line providing stiffness against the 

possibility of the bottle ovalizing when deforming, as clearly 

shown in figure 35.25. 
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Similarly, the base as shown in figure 35.26, is designed to pull 

inward under vacuum.  Several ribs bridge from the outside to the 

centre of the base. The reinforcement is needed to prevent 

deformation of the centre under the hot fill temperature as the 

center remains amorphous and with heavy wall, because only 

limited stretching reaches this area during blowing.” 

 
56. The features of shape and configuration of the 

Respondent’s 624 Design are reproduced below: 

 

 

 

 

57. The six vacuum panels, reinforcing ribs above and 

below the panel design, heavy rib at the waist and 

concaved base with bridges to the centre of the 

base described in the chapter are all found in the 

Respondent’s 624 Design.  This shows that every 
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feature of the design is solely brought about by or 

attributable to the function which a bottle to which 

the design is applied has to perform, namely, to 

strengthen the bottle so that it can withstand the 

hot-filled bottling process. 

 
58. In addition to that, the following features of shape 

and configuration of the 624 Design are also wholly 

functional in nature: 

 
(a) the neck – it is a necessary feature to enable 

the liquid in the bottle to be poured in and out; 

and also to enable the bottle to be sealed and 

unsealed when the cap is screwed on or off; 

 
(b) the dome shaped shoulder – it directs the liquid 

in the bottle towards the opening at the neck of 

the bottle so that the liquid contained therein 

may be easily poured out; 

 
(c) the ribs on the shoulder – these are necessary 

to strengthen the dome shaped shoulder of the 

bottle to withstand stacking and loading 
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pressure as well as to strengthen the dome of 

the bottle from collapsing or becoming dented 

when subjected to impact during the filling, 

sleeving and transport; 

 
(d) the ribbed waist – it similarly performs the 

function of strengthening the bottle to help it 

withstand stacking and loading pressure;  

without such ribs, the bottle will collapse or 

become deformed easily when it is stacked for 

storage and transport purposes; 

 
(e) panels on the body – as the beverages are 

bottled by way of the hot-filled process where 

they are poured into the bottle while still hot (at 

a temperature of more than 82o celsius), the 

panels on the body of the bottles (which must 

be in even numbers to prevent warping) are 

necessary to prevent the body of the bottle 

from collapsing due to the vacuum created in 

the bottles after the beverages cool down; and  
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(f) the base – it is necessary for the purpose of 

containing the liquid in the bottle; further, it 

must be concaved and be reinforced with an 

alternating concave/convex design to prevent 

a roll out of the base or a reverse dome from 

forming; without this concave/convex design, 

the base of the bottle will be in danger of 

forming a reverse dome during the filling 

process. 

 
59. The above details show that every feature of the 

Respondent’s 624 Design is functional in nature and 

the bottle is so shaped to counter the effect of the 

vacuum created in the bottle caused by the hot-filled 

bottling process.  There is an accepted industry 

standard for the design of PET bottles used in the 

hot-filled bottling process.  Kuah Chong Kim (DW3), 

who is the General Manager of one of the largest 

PET bottle manufacturers in Malaysia, testified that 

the use of hot-filled vacuum panels and other 

features as shown in the Respondent’s 624 Design is 
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a commonly accepted industry method of 

reinforcing hot filled PET bottles. 

 
60. The learned Judicial Commissioner in her grounds 

of judgment (at para 93) had ruled that: 

 
“It is pertinent to note that although the features of the bottle is no 

doubt attributable to the functional purpose, in my view the actual 

shape of the bottle particularly the twisted and slanted vacuum 

panel or the curved body of the bottle were not dictated solely by 

function but, in part with a view to the appearance of the article 

as a whole.” 

 
61. The learned Judicial Commissioner had also ruled 

that:   

“Thus, the Plaintiff’s design is not solely by the function which it 

has to perform.  It is a shape which has eye appeal and has also 

important features which the article has to perform” . 

 
62. The learned Judicial Commissioner took into 

account the purported motive of the designer/author 

of the 624 Design (PW2) in wanting to create 

something “fresh, sexy and fancy” when he 

designed the bottle.  In that respect the learned 
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Judicial Commissioner also held that: “Thus, in my 

view, it is possible to make a PET bottle using hot-filled 

process visually different from a bottle using the Plaintiff’s 

Design and which work the same way”. 

 
63. As explained earlier, it is an essential requirement of 

an “industrial design” as defined under section 3(1) 

of the IDA 1996 that it has eye-appeal.  If it does not 

have that, then it fails to qualify without reference to 

the exclusion at all.  Lord Oliver of Aylmerton in    

Interlego AG (supra)Interlego AG (supra)Interlego AG (supra)Interlego AG (supra) had expressed the same 

sentiment in the following passage: 

 
“There can be no purpose in an exclusion which applies only to a 

subject-matter already excluded.  To give the exclusion any 

operation one has to postulate at least a situation in which the 

need for the exclusion arises.  Thus the necessary condition for the 

exclusion to operate at all is the existence of a shape which has 

eye-appeal but which, because of features falling within the latter 

part of the definition, is nevertheless not to be treated as a design.  

If the mere coincidence of visual appeal with industrial efficiency 

were sufficient to entitle the shape to protection as a design, the 

negative part of the definition would have no scope for operation.  
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It seems clear, therefore, that when Lord Reid said there “must 

be” a blend of efficiency with visual appeal he was simply 

indicating either that this was a requirement before the question 

of exclusion could arise at all or that there must be cases in which 

a coincidence of eye-appeal and function will occur and that, 

when they do, the inquiry is whether the shape is there solely to 

make the article work.  If it is, then the exclusion operates.” 

 
64. It had also been expressed in Interlego AG (supra)Interlego AG (supra)Interlego AG (supra)Interlego AG (supra) 

that given that there are features of shape and 

configuration which are dictated solely by function, 

the fact that there is also present in the shape, 

whether intentionally or not, also an element of eye-

appeal is not sufficient to confer on the shape the 

essential quality requisite for registrability as a 

design.  To put it another way, a shape has to be 

tested by two criteria, one positive and one 

negative, and both must be satisfied in full before it 

can qualify as a design within the definition of the 

IDA 1996. 

 
65. What needs to be satisfied is to see whether all the 

relevant features of the design (in this case the 
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Respondent’s 624 Design) are dictated or 

attributable solely by the function which the finished 

product (i.e. the bottle) is to perform i.e. to counter 

the effect of the vacuum created in the bottle caused 

by the hot-filled bottling process.  If the answer is in 

the affirmative, then the exclusion in the definition 

operates even though the shape or design may also 

have eye-appeal, as found by the learned Judicial 

Commissioner.  In relation to this, Viscount Dilhorne 

in Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra) had clearly stated in 

his judgment that the mere existence of eye-appeal 

does not preserve the registrability of a shape or 

design where every feature is in fact dictated solely 

by functional consideration. 

 
66. The learned Judicial Commissioner in paragraph 91 

of her grounds of judgment had in fact found that 

“the features of the bottle are no doubt attributable to the 

functional purpose”.  To the learned Judicial 

Commissioner the Respondent’s 624 Design has a 

combination of eye-appeal feature as well as 
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functional feature which the article or the bottle has 

to perform.  As stated earlier, the presence of eye-

appeal feature is not sufficient to bring the said 

design under the definition of “industrial design” in 

the Act, if all the relevant features of the design are 

solely functional in nature.  If all the features are 

functional in nature (as found in the 624 Design), 

then the design is excluded from the definition, even 

if it has eye-appeal. 

 
67. The learned Judicial Commissioner had considered 

that it is possible to make a PET bottle using hot-

filled process visually different from a bottle using 

the Respondent’s 624 Design and which work the 

same way and therefore the design of the 

Respondent’s 624 Design is not “dictated solely by 

the function which the article has to perform”; and 

one can always use and produce different bottle 

designs for the purpose of hot-filled bottling 

process. 
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68. This issue had been dealt with by the Privy Council 

in Interlego AG (supra)Interlego AG (supra)Interlego AG (supra)Interlego AG (supra) that in order to establish that 

a particular shape is “dictated solely by function”, it is 

not necessary to show that that function could not 

have been performed by an article in some other 

shape.  All that has to be shown is that the relevant 

features of the shape in question (in our case it is 

the bottle) were brought about only by or are 

attributable only to the function which the bottle in 

question in that shape is to perform, even if the 

same function could equally well be performed by an 

article of a different shape.  If every feature of the 

shape is one which is attributable solely to the 

function which the bottle is to perform, then the 

exclusion operates. 

 
69. Lord Morris, in Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra)Amp Incorporated (supra) had 

expressed his view on this issue as follows: 

 
“It was argued on behalf of Amp that as there could be variations 

of shape in terminals that would successfully do what was 

required of them then the “features of shape” would not have 
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been “dictated solely” by the function which the terminals would 

have to perform.  In my view, this contention is not sound.  If there 

are alternative features of shape but if each one is “dictated 

solely” by the function which is to be performed by the article 

then each one would be excluded from the expression “design”. 

 
70. At pages 114-115 of the report (Amp Incorporated),(Amp Incorporated),(Amp Incorporated),(Amp Incorporated), 

Lord Morris continued: 

“On behalf of Amp it was contended that the words of exclusion in 

the subsection only apply where a designer has no option, because 

of the function which the article has to perform, other than to 

make it in one particular shape.  This would mean that if a 

designer, though only considering functional requirements, has a 

choice to the extent that he could make the article in different 

shapes then he could (provided that the other provisions of the 

subsection were satisfied) register a separate design in respect of 

each different shape.  On this view, which was accepted by the 

Court of Appeal, Amp’s design was not excluded from the 

definition because the function which Amp’s terminal has to 

perform does not require that it must be in the shape evolved by 

Amp and in no other shape. 

 
I am unable to agree with this view.  The contrast pointed to in the 

concluding words of subsection (3) is between, on the one hand, 

features either of shape or of configuration or of pattern or of 
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ornament which have been added or applied to an article because 

in the finished article those features will appeal to the eye and will 

be judged solely by the eye (and not be judged by any other test 

such as that of utility) or, on the other hand, features of shape or 

configuration (pattern or ornament being now omitted) which are 

purely functional (or, in other words, features of shape or 

configuration only brought about by or relevant to considerations 

of the function which the article “to be made in that shape or 

configuration” will have to perform).  In my view, the features of 

shape of Amp’s terminals are essentially within the latter 

grouping and they will not be withdrawn from that grouping even 

though there might be alternative or other shapes of terminals 

which would also fall within such grouping.  The words of Lord 

Porter which I have quoted above support this view.  Even though 

in that case (Stenor Ltd v Whitesides (Clitheroe) Ltd) another 

shape of fuse or another type of machine could have been invented 

to perform the same task Lord Porter did not consider that that 

altered the fact that the only object of using the registered shape 

then under discussion was to perform the functional purpose of 

making the machine work.  So here.  The circumstance that order 

shapes of other terminals might also be dictated by the function to 

be performed by them will not alter the fact that the shape of 

Amp’s terminals was dictated only by functional considerations 
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and not also by the added consideration of making an appeal to 

the eye.” 

 
71. Based on the above considerations, we are of the 

considered view that even though the Respondent’s 

624 Design has an element of eye-appeal, it has to 

be excluded from the definition of “industrial design” 

under section 3(1) of the IDA 1996 on the ground 

that the features of shape or configuration in the 

article are dictated solely by the function which the 

article (i.e. the bottle) has to perform.  Therefore, on 

that ground alone, the said 624 Design does not 

qualify to be registered as an industrial design 

under the IDA 1996.  That being the case, the 

Appellants’ counter-claims for invalidation of the 

Respondent’s 624 Design should have been allowed 

by the High Court. 

 
Section 12 of the ISection 12 of the ISection 12 of the ISection 12 of the IDA 1996:  Registrable Industrial DDA 1996:  Registrable Industrial DDA 1996:  Registrable Industrial DDA 1996:  Registrable Industrial Designesignesignesign    

    
72. The Appellants in Appeal 1913, 1914 and 1916 in 

their counter-claims for invalidation of the 

Respondent’s 624 Design had also relied on the 
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ground that the said 624 Design had failed to satisfy 

the provisions of section 12(1) of the IDA 1996 which 

provides that “an industrial design shall not be  registered 

unless it is new.”  The Appellants contended that the 

said 624 Design was not new at the time of 

registration based on the provisions of section 12(2) 

which provides: 

“An industrial design for which an application for registration is 

made shall not be considered to be new if, before the priority date 

of that application, it or an industrial design differing from it only 

in immaterial details or in features commonly used in the relevant 

trade- 

 
(a) was disclosed to the public anywhere in Malaysia; or 

 
(b) was the subject matter of another application for 

registration of an industrial design filed in Malaysia but 

having an earlier priority date made by a different 

applicant in so far as that subject matter was included in a 

registration granted on the basis of that other 

application.” 

 
73. The Respondent’s 624 Design, as claimed by the 

Appellants, is not registrable as it lacks novelty; its 
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features of shape and configuration are commonly 

found in bottle industry; and the design similar to it 

were already available in Malaysia before its priority 

date. 

 
74. The Respondent’s 624 Design was filed for 

registration in Malaysia on 9 August 2006.  The same 

design was filed by the Respondent in the United 

State under US Design Application No. 29/253, 665 

on 10 February 2006.  In Malaysia, it was filed as a 

convention-based-application vide section 17 of the 

IDA 1996.  Section 17 essentially dictates how 

convention-based-application should be treated.  

Generally, the priority date of an application for the 

registration of an industrial design is the filing date 

of the application.  However, under section 17(2), an 

application may, pursuant to any international treaty 

or convention of which Malaysia is a party, contain a 

declaration claiming the priority of one or more 

earlier national, regional or international 

applications filed by the applicant or his 
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predecessor in title in or for any state party to the 

said treaty or convention; and in such case the 

priority date shall be the earliest date on which such 

earlier national or international applications were 

filed. 

 
75. Taking the earlier filing of the design in the United 

State on 10 February 2006 and that both Malaysia 

and the United State are parties to the convention, 

(not in dispute) then the court is more inclined to say 

that the priority date of the Respondent’s 624 

Design should be 10 February 2006. 

 
New or NovelNew or NovelNew or NovelNew or Novel    

    
76. Under section 12 of the IDA 1996, novelty of a 

design may be defeated if it can be shown that it or 

an industrial design differing from it only in 

immaterial details was published before its priority 

date; OR it or an industrial design differing from it in 

features commonly used in the relevant trade had 

been published before its priority date.  What the 
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Appellants need to do is to establish either oneoneoneone of 

the elements above.  However in the present case 

the Appellants sought to rely on bothbothbothboth    of the above 

grounds as the basis to attack the validity of the 624 

Design. 

 
77. In respect of the first element, the Appellants 

contended that the Respondent’s 624 Design was 

not new at its priority date on the ground that an 

earlier industrial design differing from it only in 

immaterial details was published or disclosed to the 

public in Malaysia.  The Appellants claimed that the 

624 Design consisted of features of shape and 

configuration which differed only in immaterial 

details from the features of shape and configuration 

of the POKKA bottle design (the prior art), which 

was disclosed to the public in Malaysia before the 

priority date.  The Appellant claimed that there 

could be no novelty residing in the Respondent’s 

624 Design.  The features of the Respondent’s 624 
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Design were anticipated by the prior art of the 

POKKA design. 

 
78. In comparing the Respondent’s 624 Design with the 

POKKA design in order to determine the element of 

immaterial details between them, what needs to be 

compared and relied upon are the drawings or 

representations of the 624 Design as contained in 

the certificate of registration, instead of the actual 

physical bottles of the Respondent’s products which 

purportedly bear the 624 Design.  

 
79. The issue of “what needs to be compared” is set out at 

pp. 141-142 of RusselRusselRusselRusselllll----Clarke and Howe onClarke and Howe onClarke and Howe onClarke and Howe on 

Industrial DesignIndustrial DesignIndustrial DesignIndustrial Designssss, 7, 7, 7, 7thththth    Edition, 2005Edition, 2005Edition, 2005Edition, 2005 as follows: 

 
“What needs to be compared? 

 
In order to ascertain what the registered design is, so that it may 

be compared with the alleged infringement, it is necessary to 

examine the representation of the design on the register.  A copy 

of this is in practice attached to the certificate of registration.  An 

actual manufactured article embodying the design may also be 

looked at to assist the process of comparison, although if this 
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course is adopted, care should be taken to avoid introducing 

further features which are not present on the representation on the 

register.” 

 
80. The above approach has been consistently applied 

by the courts.  An example can be seen in Gaskell & Gaskell & Gaskell & Gaskell & 

Chambers Ltd v Measure Master Ltd [1993] RPC 76Chambers Ltd v Measure Master Ltd [1993] RPC 76Chambers Ltd v Measure Master Ltd [1993] RPC 76Chambers Ltd v Measure Master Ltd [1993] RPC 76 

where Aldous, J (as he was then) said at pp 78-79: 

 
“As is usual in registered design actions, embodiments of the 

plaintiff’s and defendant’s products and those of competitors were 

produced and considered by the witnesses. … … The comparison  

that has to be made is between the representations registered and 

the alleged infringements.” 

 
81. In the present case, the learned Judicial 

Commissioner in determining the difference 

between the Respondent’s 624 Design and the 

POKKA design, had at para 123 of her grounds of 

judgment, based her comparison between two 

photographs of the unsleeved POKKA bottle and the 

Respondent’s unsleeved Tropicana Twister bottle, 

and ultimately decided that the Respondent’s 624 
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Design was novel at its priority date despite the 

prior disclosure of the POKKA design in Malaysia. 

 
82. The issue of novelty needs to be based on the 

registered design of the 624 Design i.e. by looking at 

the design as it appears in the certificate of 

registration.  It is pertinent to note that while the 

court may look at a physical object (i.e. the bottle) 

purportedly bearing the registered design in 

question, it has to ensure that the object in question 

is an accurate embodiment of the registered design.  

In Thermos Ltd Thermos Ltd Thermos Ltd Thermos Ltd v v v v Aladdin Sales Aladdin Sales Aladdin Sales Aladdin Sales andandandand    Marketing Ltd Marketing Ltd Marketing Ltd Marketing Ltd 

[2000] FSR 402[2000] FSR 402[2000] FSR 402[2000] FSR 402.  .  .  .  Jacob J. referred to a physical 

object in determining the issue of novelty, however, 

his Lordship made it clear in his judgment that he 

“again checked with the actual representations.” 

 
83. It is not in dispute that all the relevant bottles as 

exhibited as Exhibits P2A, P2B, P3A, P3B, P17A, 

P17B and P31 are not exactly the same as the 624 

Design.  This is confirmed by the Respondent’s own 

witnesses, namely (PW1) who testified that the 
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Respondent had changed the 624 Design used on 

the bottles of the Tropicana Twister products due to 

a technical issue (see:  Q & A 101-109, page 65 

Notes of Proceedings – Day 1); and (PW2) who 

testified that the change of the design was due to a 

change in the Respondent’s hot-filling line as the 

Respondent had decided to “buy whatever is available 

from the supplier because there was a penalty clause in terms 

of delivery timing.” 

    
84. The learned Judicial Commissioner had therefore 

relied on a wrong mechanism of comparison 

between the two physical bottle designs in deciding 

that the Respondent’s 624 Design was novel at its 

priority date. 

 
Publication or disclosure to the publicPublication or disclosure to the publicPublication or disclosure to the publicPublication or disclosure to the public    

 
85. Novelty is defeated if before the priority date of the 

application for registration, it or an industrial design 

differing from it only in immaterial details or in 

features commonly used in the relevant trade was 
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disclosed or publicised to the public anywhere in 

Malaysia.  There are two ways in which the 

requirements of “disclosure to the public” under 

section 12(2)(a) of the IDA can be fulfilled, and they 

are, namely : 

 
(a) by prior use of the design, by selling or 

displaying to the public an article to which the 

design has been applied; and 

 
(b) by prior publication in documents (see:  Three Three Three Three 

V Marketing Sdn Bhd v. Heng Capital V Marketing Sdn Bhd v. Heng Capital V Marketing Sdn Bhd v. Heng Capital V Marketing Sdn Bhd v. Heng Capital 

Industries (M) Sdn Bhd (the Registrar of Industries (M) Sdn Bhd (the Registrar of Industries (M) Sdn Bhd (the Registrar of Industries (M) Sdn Bhd (the Registrar of 

Industrial Design Industrial Design Industrial Design Industrial Design ––––    Interested PartyInterested PartyInterested PartyInterested Party) [2010] 2 [2010] 2 [2010] 2 [2010] 2 

MLJ 807).MLJ 807).MLJ 807).MLJ 807).    

    
86. This proposition was summarised in RusselRusselRusselRusselllll    ––––    Clarke Clarke Clarke Clarke 

and Howe on Industrial and Howe on Industrial and Howe on Industrial and Howe on Industrial DDDDesign (Seventh Editiesign (Seventh Editiesign (Seventh Editiesign (Seventh Edition)on)on)on) as 

follows:  

“Prior publication of a design by prior use can be said to take 

place when the design has been applied to articles, and those 

articles have been used in such a way that the design becomes 

disclosed to the public before the date of application for 
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registration of the design in suit.  It should be noted that it is 

sufficient if the design is used on any kind of article, and it need 

not be the same article, or even in the same category, as the 

article in respect of which the design is registered or sought to be 

registered. 

 
In general there will be publication if articles to which the design 

is applied are manufactured, displayed or used in such a way that 

members of the public will or might see them.  It is not necessary 

that the articles should been sold.  Prior use thus means not use 

by the public, but use in public as opposed to use in private.” 

 
87. At page 108 of the same textbook, the learned 

author states: 

“What counts as ‘published’ for the purpose of calling into 

question the novelty of a later design registration? This is broader 

than the word at first suggests.  It is by no means limited to the 

publishing of a design in a printed publication, although it 

includes that.  In practical terms, there are two main ways in 

which a design can be published: by prior use of the design, by 

selling or displaying to the public articles to which the design has 

been applied; and by paper publications of one sort or another.  It 

is not, in fact, necessary that publication should be on paper; an 

oral disclosure provided it is non-confidential, will amount to 

publication.” 
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88. Locally, Hepworth J in the case of TTTTeheheheh    Teik Boay v Teik Boay v Teik Boay v Teik Boay v 

Chuah Siak Loo [1962]Chuah Siak Loo [1962]Chuah Siak Loo [1962]Chuah Siak Loo [1962]    1 MLJ 801 MLJ 801 MLJ 801 MLJ 80 in holding that there 

was publication in the design prior to the date of 

registration said: 

 
“Broadly speaking, there is publication if the design has been 

disclosed to the public as opposed to being kept secret.  The 

question which has to be decided is, therefore, has the public been 

put in possession of the design? Has it knowledge of the design? It 

is not necessary that the design should have been actually used.  

There will just as much be publication if it is shown that it was 

known to the public, without ever having been actually put in use.  

Thus publication may be of two types, (a) publication in prior 

documents, (b) publication by prior user.  (see:  Russell-Clarke’s 

Copyright in Industrial Designs, 3rd edition, page 39). 

 
There will be publication if articles to which the design is applied 

are manufactured and used in such a way that members of the 

public may see them.  It is not necessary that the prior user should 

have been sold, although, if there is anything in the nature of 

profitable user by the owner of the design prior to registration, 

there will undoubtedly be publication.  (See page 45 of Russell-

Clarke, supra).” 
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89. Documentary publication or disclosure of a design 

in advertisement, brochures, magazine, catalogue 

and patent specification may amount to prior 

publication or prior disclosure for the purpose of 

determining novelty.  This is made clear in the book, 

“Design the Modern Law and Practice” written by 

Ian Morris and Barry Quest, at page 109 where it 

states: 

 
“While the ‘new or original’ requirement may be qualified by the 

term ‘publication’, this is construed broadly.  Reported cases 

contain references to a wide range of documentary publications 

including advertisements, magazines, trade catalogues, patent 

specifications, and US Design registrations (publicly available in 

this country).” 

 
90. In the present case there are sufficient evidence 

adduced during trial to show that the prior art in the 

POKKA design was disclosed in Malaysia before the 

priority date of the Respondent’s 624 Design (be it 

10 February 2006 when it was first filed for 

registration in the USA or 9 August 2006 when it was 
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filed for registration in Malaysia).  The evidence are 

as follows: 

 
(a) an advertisement of the POKKA products 

published in the Oriental Daily News dated 9 

February 2005; 

 
(b) an advertisement of the POKKA/products 

published in the Sin Chew Daily dated 2 June 

2004; 

 
(c) evidence of DW1, who had sold and distributed 

a range of the POKKA products between 1999 

to 2008 that he had sold and distributed the 

POKKA products in bottles bearing the POKKA 

design which is identical to the bottles 

exhibited in Exhibit P9A and P20A and that 

there has been no change in the bottle design 

to date; 

 
(d) evidence of DW1 to the effect that the POKKA 

products bearing the POKKA design had been 

introduced in the Malaysian market since at 
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least as early as 1999; and the POKKA design 

appearing in the above advertisements is the 

same as the bottle design of the bottles marked 

as Exhibits P9A and P20A; 

 
(e) evidence of DW3 that a prior design in the form 

of the POKKA design existed since at least 

2004;   

 
(f) evidence of PW4 that a design similar to the 

624 Design had been used since as early as 

2004; and  

 
(g) confirmation of PW1 and PW2 that the bottle 

design of the POKKA products shown in the 

above advertisements is identical to the bottle 

design of the bottle marked as Exhibits P9A 

and P20A, which have been sold in Malaysia 

since at least as early as 2004. 

 
91. Publication in an advertisement as well as in a leaflet 

was accepted as sufficient prior use to defeat the 

novelty of a registered design and that the 
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production of the physical article or product was 

unnecessary.  This is what was held in StraStraStraStrattttford ford ford ford 

Auto Components Ltd v Britax (London) Ltd [1961] Auto Components Ltd v Britax (London) Ltd [1961] Auto Components Ltd v Britax (London) Ltd [1961] Auto Components Ltd v Britax (London) Ltd [1961] 

RPC 197 RPC 197 RPC 197 RPC 197 where Lloyd-Jacob J said: 

 
“We are getting into confusion by the use of the expression ‘prior 

user’.  The allegation which is made against you is manufacture 

and sale of the windscreen referred to in the leaflet.  For proof of 

that allegation there is no need to produce a windscreen at all; 

and, therefore strictly speaking, I do not think I need order 

particulars requiring production of a windscreen.” 

 
92. SSSStratford Auto tratford Auto tratford Auto tratford Auto Components Components Components Components (supra)(supra)(supra)(supra) is clear 

authority to say that once it is alleged that there has 

been publication of a design through an 

advertisement or leaflet, there is no need for the 

production of the actual physical article or product 

bearing the design to support it.  There was 

certainly no basis for the learned Judicial 

Commissioner in the present case to have made a 

finding that the Appellants should have produced 

the actual POKKA bottles and to call the maker or 
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the owner of the POKKA bottles to give evidence 

that the POKKA bottle existed before the priority 

date of the Respondent’s 624 Design.  This is more 

so because the evidence led during the trial 

indisputably show that the POKKA bottles that were 

advertised had the same features and were 

indistinguishable from the POKKA bottles that were 

produced during the trial.          

                                                                                                                                                          

93. The issue as to the date when the POKKA bottles 

were first manufactured or when the design of the 

POKKA bottles originated is completely irrelevant.  

What was relevant was whether the features of the 

POKKA bottle in Exhibits P9A and P20A had been 

available to the public before the priority date of the 

Respondent’s 624 Design.  The answer to this is 

‘yes’ as signified by the date on the newspapers 

which was not disputed. 

 
94. The learned Judicial Commissioner in her grounds 

of judgment made the following findings and 

observations: 
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“As I have stated earlier, DW1 stated in his evidence that he uses 

beverage in Pokka bottle since 1999 until 2008.  However it is 

pertinent to note that the DW1 in cross-examined admitted that he 

did not know when the Pokka bottle was first manufactured and 

also when the design of the bottle originated. 

 
In this regard, I agree with the Plaintiff’s submission that since 

the burden of proof novelty lies with the Defendant, the 

Defendants must call the material witness from the Pokka 

Company to give evidence as to the Pokka bottles. 

 
The irresistible conclusion that can be drawn from the failure of 

the Defendant to call the witness from the Pokka Company is that 

its evidence will be adverse to the Defendant’s case.  With regards 

to the Pokka bottle tendered in court, (P9A, P9B, P20A, P20B, 

P33 and D41) the maker or owner of the Pokka bottle and the 

person who design the Pokka bottle should have been called to 

give evidence as its existence to clear doubts as to the existence of 

the Pokka bottle before 10 February 2006. 

 
Further, in my view, there is basis in Plaintiff’s contention that 

D40 pg 7 did not indicate from where did these alleged design 

came from, which bottle, by who, when did these designs exist, 

when was it published.  It is trite law that to be a prior art, it must 
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have been publicly published before the priority date which is 10 

February 2006.” 

 
95. The relevant issue here is whether the POKKA 

design was disclosed or published in Malaysia 

before the priority date of the Respondent’s 624 

Design, and not when the POKKA bottle was first 

manufactured or when the POKKA design 

originated.  

 
96. The evidence adduced by the Appellants has 

sufficiently indicated, on a balance of probabilities, 

that the POKKA design was already disclosed to the 

public in Malaysia before the priority date of the 

Respondent’s 624 Design (either 10 February 2006 

or 9 August 2006). 

 
97. In view of the fact that there was sufficient evidence 

on the prior publication or disclosure of the POKKA 

design in Malaysia, there is no basis to rule that it is 

necessary to call “a material witness from the POKKA 

company .. to clear doubts as to the existence of the POKKA 



 
RSNO. W-02(IPCV)(W)-1913-08/2012 

W-02(IPCV)(W)-1914-08/2012 
W-02(IPCV)(W)-1916-08/2012 
W-02(IPCV)(A)-1917-08/2012 

 
 

69 
 

bottle before 10 February 2006”.  This is because DW1 

gave direct evidence based on his personal 

knowledge as to the publication or existence of the 

POKKA bottles in the Malaysian market before the 

priority date.   

 
Immaterial DImmaterial DImmaterial DImmaterial Detailsetailsetailsetails    

    
98. If the Respondent’s 624 Design differed only in 

“immaterial details” from the prior art i.e. the 

POKKA design at its priority date, then there could 

be no novelty residing in the 624 Design.  In other 

words the features of the 624 Design were 

anticipated by the prior art. 

 
99. The Appellants contended that the Respondent’s 

624 Design was not novel because it merely differs 

from the POKKA design, which was already 

disclosed in Malaysia before the prior date, only in 

immaterial details. 

 
100. For a valid registration of an industrial design, there 

must be some clearly marked and defined difference 
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between that which is to be registered as a new 

design, and that which has gone before (see:  Le :  Le :  Le :  Le 

May v Welch [1884] 28 Ch D. 24May v Welch [1884] 28 Ch D. 24May v Welch [1884] 28 Ch D. 24May v Welch [1884] 28 Ch D. 24) In an invalidation 

action, the newly registered design (as appeared in 

the certificate of registration) must be compared 

with the prior art.  As said earlier the article of 

physical product which is based on the new 

registered design may also be used as a basis of 

comparison with the prior art provided the court 

must be satisfied that the product in question 

resembles the exact features as appeared in the 

certificate of registration and that the product is an 

accurate embodiment of the design.  If the physical 

product is not the same with the features in the 

registered design or if there are alterations in the 

products (as evidence show in the present case), 

then it is unsafe and misleading to compare the 

physical product with the prior art. 

 
101. It is trite law that mere slight variations from the 

article already manufactured or in existence before 
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the priority date are not registrable (see:  Wells v Wells v Wells v Wells v 

Attache Case Manufacturing Co. [1932] 49 R.P.C Attache Case Manufacturing Co. [1932] 49 R.P.C Attache Case Manufacturing Co. [1932] 49 R.P.C Attache Case Manufacturing Co. [1932] 49 R.P.C 

111113 at 11913 at 11913 at 11913 at 119); the variation from what has gone before 

must not be trivial or infinitesimal (see:  Re :  Re :  Re :  Re 

Rollason’s Design [1898] 15 R.P.C. 441Rollason’s Design [1898] 15 R.P.C. 441Rollason’s Design [1898] 15 R.P.C. 441Rollason’s Design [1898] 15 R.P.C. 441; and 

Lazanes v Charles [1873] L.R. 16 Eq. 117Lazanes v Charles [1873] L.R. 16 Eq. 117Lazanes v Charles [1873] L.R. 16 Eq. 117Lazanes v Charles [1873] L.R. 16 Eq. 117); and that 

small variations which any skilled workman might 

make between the articles which he makes for 

different customers are not enough (see:  SimmonsSimmonsSimmonsSimmons    

v Mathieson & Co Ltd [1911] 28 RPC 486v Mathieson & Co Ltd [1911] 28 RPC 486v Mathieson & Co Ltd [1911] 28 RPC 486v Mathieson & Co Ltd [1911] 28 RPC 486))))....  These 

principles have been given statutory recognition in 

the final words of section 12(1) of the IDA 1996, 

which lays down that no design shall be regarded as 

new if it differs from the previous design “only in 

immaterial details”. 

 
102. Fletcher Moulton LJ in Simmons v Simmons v Simmons v Simmons v Mathieson & Co Mathieson & Co Mathieson & Co Mathieson & Co 

Ltd (supra)Ltd (supra)Ltd (supra)Ltd (supra) had expressed his view that: 

 
“… it is most important that  the court should lay down that 

novelty or originality must be something substantial, and that 

where there is nothing excepting just that variation which every 
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skilled workman would make between articles that he makes for 

different customers, the law should not hamper him by saying that 

it may make him guilty of infringement of rights acquired by 

registration.” 

 
103. Baggallay LJ in Le May v WelLe May v WelLe May v WelLe May v Welch (supra)ch (supra)ch (supra)ch (supra), after finding 

that there must be some clearly marked and defined 

difference between the two, expressed his view that: 

 
“.. If the difference of half an inch in the placing of a stud, or any 

other similarly trifling difference from the previous designs, were 

to be taken as justifying registration of a design for a collar, no 

one could have a collar made in his own house by his servants 

without running the risk of infringing some registered design.  It 

would be oppressive in the extreme, if any trifling change in the 

shape of such an article as this, would justify the registration of 

the design so as to preclude all the rest of the world from making 

an article of the same or like form.  Upon this ground it appears to 

me that the case is not brought within the 47th section of the Act, 

which only permits registration of a new or original design.  In my 

opinion this is not a new or original design, the registration of it 

therefore was a mistake, and the register ought to be rectified by 

its removal.” 
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104. The question to be decided by the court is whether 

the two appearances (between the Respondent’s 

624 Design and the POKKA design) are substantially 

the same or not and that the eye, and the eye alone, 

is to be the judge of identity and to decide whether 

the new design is or is not an anticipation of the 

earlier one.  This principle has been consistently laid 

down by the courts.  The design must be looked at 

as a whole.  The test is not only to look at the two 

designs side by side, but also apart, and a little 

distance away.  (See:  Graffon v Watson [1884] 50 LT Graffon v Watson [1884] 50 LT Graffon v Watson [1884] 50 LT Graffon v Watson [1884] 50 LT 

420; Re Clarke’s Design [1896] 13 RPC 351 at 360; 420; Re Clarke’s Design [1896] 13 RPC 351 at 360; 420; Re Clarke’s Design [1896] 13 RPC 351 at 360; 420; Re Clarke’s Design [1896] 13 RPC 351 at 360; 

Allen West & Co Ltd. v British Westinghouse Allen West & Co Ltd. v British Westinghouse Allen West & Co Ltd. v British Westinghouse Allen West & Co Ltd. v British Westinghouse 

ElElElEleeeectrical & Manufacturing Coctrical & Manufacturing Coctrical & Manufacturing Coctrical & Manufacturing Co    Ltd [1916] 33 RPC Ltd [1916] 33 RPC Ltd [1916] 33 RPC Ltd [1916] 33 RPC 

157 at 165157 at 165157 at 165157 at 165). 

 
105. The novelty should be substantial having regard to 

such matters as the nature of the article or product, 

the extent of the prior art and the number of 

previous designs in the field in question (see:  Le Le Le Le 

May v WelchMay v WelchMay v WelchMay v Welch (supra). 
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106. The purpose of the test of novelty is to permit the 

public to continue to use prior published designs 

without interference from a later monopoly.  This is a 

well known observation of Lord Moulton in Gillette Gillette Gillette Gillette 

Safety Razor Co v AnSafety Razor Co v AnSafety Razor Co v AnSafety Razor Co v Anglo glo glo glo ––––    American Trading Co American Trading Co American Trading Co American Trading Co 

[1913] 30 RPC 465 at 460 (HL)[1913] 30 RPC 465 at 460 (HL)[1913] 30 RPC 465 at 460 (HL)[1913] 30 RPC 465 at 460 (HL).  Although the words 

“substantial” and “substantially similar”    are used in 

some judicial decisions on the same issue, it should 

be noted that section 12(2) of the IDA 1996 (as well 

as the equivalent UK Act) uses the words “immaterial 

details” in the test of novelty.  In Valor Heating Co Ltd Valor Heating Co Ltd Valor Heating Co Ltd Valor Heating Co Ltd 

(supra)(supra)(supra)(supra).  Whilford J considered that despite the 

difference in wording by and large the test must be 

the same. 

  
107. The law is that “the eye and the eye alone, is to be the judge 

of identity”.  The question is:  Whose eye?  Does it refer 

to the eye of an ordinary customer or does it refer to an 

“instructed”  or “informed”  eye.  The learned Judicial 

Commissioner, in her grounds of judgment (at 

paragraphs 60 and 124) appeared to have referred 
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to the “ eye of the ordinary customer”  when she accepted 

and relied solely on the evidence of PW3 and PW5 

for that purpose. 

 
108. Lord Moulton delivering the decision of the House of 

Lords in Philips v HaPhilips v HaPhilips v HaPhilips v Harbro Rubber Company [1920] 37 rbro Rubber Company [1920] 37 rbro Rubber Company [1920] 37 rbro Rubber Company [1920] 37 

RRRRPC 233PC 233PC 233PC 233 (at page 240) said: 

 
“… it is necessary with regard to the question of infringement, 

and still more with regards to the question of novelty or 

originality, that the eye should be that of an instructed person, i.e. 

that he should know what was common trade knowledge and 

usage in the class of article to which the design applies.  The 

introduction of ordinary trade variants into an old design cannot 

make it new or original.” 

 
109. The above principle was adopted and applied in 

Negretti and Zambra Negretti and Zambra Negretti and Zambra Negretti and Zambra vvvv    WF Stanley & CoWF Stanley & CoWF Stanley & CoWF Stanley & Co    LLLLttttd [1925] d [1925] d [1925] d [1925] 

42 RPC 35842 RPC 35842 RPC 35842 RPC 358; Saunders V Automotive Spares LSaunders V Automotive Spares LSaunders V Automotive Spares LSaunders V Automotive Spares Lttttd and d and d and d and 

In the Matter of the Registered Design No. 747,128 In the Matter of the Registered Design No. 747,128 In the Matter of the Registered Design No. 747,128 In the Matter of the Registered Design No. 747,128 

of Albert Saunders [1932] 49 RPC 450of Albert Saunders [1932] 49 RPC 450of Albert Saunders [1932] 49 RPC 450of Albert Saunders [1932] 49 RPC 450; Best Best Best Best 

Products Ltd v FW Woolworths & Company Ltd Products Ltd v FW Woolworths & Company Ltd Products Ltd v FW Woolworths & Company Ltd Products Ltd v FW Woolworths & Company Ltd 
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[1964] RPC 226[1964] RPC 226[1964] RPC 226[1964] RPC 226; and locally in Three Three Three Three vvvv    Marketing Marketing Marketing Marketing 

(supra)(supra)(supra)(supra).  Eve J in Saunders caseSaunders caseSaunders caseSaunders case said: 

 
“Accordingly in inquiring whether a design is new or original one 

must educate one’s eye and the question of novelty and originality 

must be tested after hearing the evidence of persons familiar with 

the class of subject for which the design is intended.” 

 
110. In short the issue as to “ immaterial details”  must be 

decided by the court based on the evidence of 

persons (need not be a customer) familiar with the 

class of the subject for which the design is intended.  

As clearly put by Davies LJ in Best Products Limited Best Products Limited Best Products Limited Best Products Limited 

(supra)(supra)(supra)(supra) “… it is of course, the instructed eye which sets the 

criterion and the test for a comparison of this kind.”   The eye 

should be that of an instructed person i.e. that he 

should know what was the common trade 

knowledge and usage in the class of article to which 

the design applies.  The informed user is particularly 

observant and has some awareness of the state of 

the prior art, that is to say the previous designs 
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relating to the product in question had been 

disclosed on the priority date. 

 
111. In the present case, the Respondent as well as the 

court relied on the evidence of PW3 and PW5 to 

establish the issue of “immaterial details” between the 

Respondent 624 Design and the POKKA prior art.  

The Appellants on the other hand relied on the 

evidence of DW2, DW3 and DW4 to establish the 

same. 

 
112. PW3 and PW5 are clearly consumers of bottled 

drinks i.e. the Respondent’s Tropicana Twister.  

There is no evidence at all adduced by the 

Respondent to show that both of them were 

“informed”  or “instructed”  users as envisaged in the 

above principles. If anything, their allegation that 

they were not aware of the POKKA products being 

sold in Malaysia prior to 2006, goes to show that 

they clearly do not have the necessary qualities or 

knowledge to be “informed”  or “instructed”  users.  

Clearly, they were in no position to make a reliable 
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comparison between the two and to assist anything 

in the determination of “immaterial details” between 

the two designs in question.  Relying on their 

evidence in the circumstances of the case is unsafe 

for the determination of the issue at hand.  Both PW3 

and PW5 cannot qualify themselves to be in the 

class of “informed”  users as they are not “particularly 

observant nor has some awareness of the state of the prior 

art”.   Obviously both PW3 and PW5 fail to qualify the 

test as pronounced by Sir Robin Jacob of the UK 

Court of Appeal in DysoDysoDysoDyson Ltd v Vax Ltd [2011] EWCA n Ltd v Vax Ltd [2011] EWCA n Ltd v Vax Ltd [2011] EWCA n Ltd v Vax Ltd [2011] EWCA 

CivCivCivCiv    1206120612061206 as follows:  

 
“The qualifier “informed” suggests in addition that, without being 

a designer or a technical expert, the user knows the various 

designs which exist in the sector concerned, possesses a certain 

degree of knowledge with regard to the features which those 

designs normally include, and, as a result of his interest in the 

products concerned, shows a relatively high degree of attention 

when he uses them.   
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The important point to note is that the informed user is reasonably 

discriminatory (“a relatively high degree of attention”):  not the 

same person as the average consumer of trade mark law.” 

 

113. On the other hand DW2, DW3, DW4, DW6 and DW7 

(called by the Appellants) were all trade witnesses 

with knowledge and experience in the bottle 

industry and thus qualifying themselves as ““““informed” 

or “instructed”  users.  They were of the view that the 

features of shape and configuration of the 

Respondent’s 624 Design are substantially similar to 

the POKKA design. 

 
114. DW2 is a food packaging expert with Universiti 

Kebangsaan Malaysia.  She had testified as an 

independent witness to confirm that the panel 

design of the Respondent’s 624 Design is merely a 

variant of a commonly used feature on bottles used 

in hot-filled bottling process. 

 
115. It is to be noted that in her evidence DW2 suggested 

that in order to make a proper determination as to 
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whether there are similarities or differences 

between the designs of the bottles, it would be 

necessary to do so by having a common reference 

point from which all parties could draw from.  In light 

of the admission by PW2 (the author/designer of the 

Respondent’s 624 Design) that the dome-like 

shoulder up till the waist features was not novel, the 

focus should only be on the slanting panels to 

ascertain the degree of immaterial differences in the 

slanting panels of the POKKA design and the 

Respondent’s 624 Design, before considering both 

the designs as a whole. 

 
116. In this aspect, we accept the evidence of DW2 that 

the variations in the slanting panels (if any) made by 

PW2 are trivial and infinitesimal; and the 

appearance of both slanting panels are substantially 

the same and when the 624 Design is looked at as a 

whole, the article to which the design is applied is 

substantially similar in appearance to the POKKA 

bottle which is the article in anticipation. 
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117. While DW2 was offered as an expert, her evidence in 

regard to the prior art and whether the 

Respondent’s 624 Design differs from it only in 

immaterial details was based on visual comparison.  

Her evidence may be accepted as useful assistance 

to the court in determining the issue of immaterial 

details between the two designs. 

 
118. On a balance of probabilities and in the 

circumstances of the present case, the evidence of 

the Appellants’ witnesses should be preferred.  They 

are persons within the class of “informed”  or 

“instructed”  as elaborated in the authorities cited 

above.  Only these classes of persons or users are in 

a position to differentiate the two designs in detail 

and determine whether the differences between the 

two are “material” or “immaterial” .  An ordinary 

customer, particularly a customer of the bottled 

drink, such as PW3 and PW5, would not be 

knowledgeable enough to differentiate between the 
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two designs in terms of their immaterial differences, 

if any. 

 
119. We are of the view that DW2, DW3, DW4, DW6 and 

Dw7 (called by the Appellants as their witnesses) 

are competent persons to assist the court in 

determining the issue at hand.  In this respect we 

are guided by the passage of Farwell J. in Dunlop Dunlop Dunlop Dunlop 

Rubber Co. Ld. v Golf Ball DevelopmentRubber Co. Ld. v Golf Ball DevelopmentRubber Co. Ld. v Golf Ball DevelopmentRubber Co. Ld. v Golf Ball Developmentssss    Ltd [1931] Ltd [1931] Ltd [1931] Ltd [1931] 

48 RPC 268 48 RPC 268 48 RPC 268 48 RPC 268 where this Lordship at page 278 said: 

 
“… but the court is entitled to be assisted and instructed by 

evidence so that when it applies its eye to the test, it may have a 

mind to direct its eye which is instructed by the proper evidence.  

Such instruction may certainly be given to the court by persons 

who are competent to do it with regard to the prior art; that is to 

say, the court is entitled to be told what the designs earlier than 

the registered design represent, the differences or similarities 

between the earlier designs and the registered Design and the 

alleged infringing Design.  Evidence of that sort to instruct the 

court is clearly relevant, and the court must clearly pay attention 

to it.” 
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120. Our conclusion of this issue of “immaterial details” is 

that the Respondent’s 624 Design was not new at its 

priority date on the ground that it differed from the 

prior art of the POKKA design only in immaterial 

details.  On this ground alone, the Respondent’s 624 

Design cannot be registered under section 12 of the 

IDA 1996; and if it had been registered, the 

registration cannot stand and should be invalidated. 

 
Common trade variantsCommon trade variantsCommon trade variantsCommon trade variants    

    
121. Even on the issue of “features commonly used in the 

relevant trade” as provided for under section 12(2) of 

the IDA 1996, our conclusion would be the same i.e. 

the Respondent’s 624 Design was not new at the 

priority date on the ground that the differences 

between the two designs (if any) are only “in features 

commonly used in the relevant trade”. 

    
122. The evidence of DW2, DW3, DW4, DW6 and DW7 

(particularly DW2) clearly show that the differences 

between the two design (particularly in respect of 
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the slanting panels of the bottles) are merely 

variants of a commonly used features on the bottles 

used in hot-fill bottling process.  DW2 had also 

testified that the various manner in which a panel 

may be shaped or slanted is nothing more than a 

common design variant for the specific purpose to 

be used in the hot-filled bottling process.  DW2 has 

also testified that regardless of where the panels are 

placed in a hot-filled bottle, the panels form a critical 

part of a hot-filled bottle design.  Hence, it is only 

where there are substantial or radical differences in 

the positioning and design of the panels that a panel 

design would be considered novel.  This is clearly 

not  the  case  with  the  Respondent’s  624  Design 

vis-à-vis the POKKA design. 

 
123. The illustration below (on the two designs) clearly 

support the evidence of the Appellants’ witnesses, 

particularly DW2:  
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124. “Features commonly used in the relevant trade” can also be 

described as “ordinary trade variants”.  It has been 

accepted as good principle of law that the 

introduction of ordinary trade variants into an old 

design cannot make it new or original.  (See:  Philips Philips Philips Philips 

v Harbro v Harbro v Harbro v Harbro Rubber Company (supra)Rubber Company (supra)Rubber Company (supra)Rubber Company (supra); and Negretti and Negretti and Negretti and Negretti and 

Zambra v W.F Stanley & Co Ltd (supra)Zambra v W.F Stanley & Co Ltd (supra)Zambra v W.F Stanley & Co Ltd (supra)Zambra v W.F Stanley & Co Ltd (supra). 

 
125. The House of Lords in Philips v Harbro Rubber Philips v Harbro Rubber Philips v Harbro Rubber Philips v Harbro Rubber 

Company (supra)Company (supra)Company (supra)Company (supra), had given clear illustration on this 

issue.  At page 240 of the report, Lord Moulton said: 
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“The introduction of ordinary trade variants into an old design 

cannot make it new or original.  For example, if it is common 

practice to have, or not to have, spikes in the soles of running 

shoes, a man does not make a new and original design out of an 

old type of running shoes by putting spikes into the shoes.  The 

working world, as well as the trade world, is entitled as its will to 

take, in all cases, its choice of ordinary trade variants for use in 

any particular instance, and no patent and no registration of a 

design can prevent an ordinary workman from using or not using 

trade knowledge of this kind. …. 

 
It would be intolerable if a workman who made a coat (of 

ordinary cut) for a customer should be left in terror whether 

putting braid on the edges of the coat in the ordinary way so 

common a few years ago, or increasing the number of buttons or 

the like, would expose him for the next six years to an action for 

having infringed a registered design the nature of which the 

Legislature has purposely concealed from him.  I am satisfied that 

the use of the words “new or original” in the Statute is intended to 

prevent this, and that the introduction or substitution of ordinary 

trade variants in a design is not only insufficient to make that 

design new or original, but it does not even contribute to give it a 

new or original character.  If it is not new or original without 

them, the presence of them cannot render it so”. 
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126. Legal authorities have always held that nothing will 

be counted new or original unless it differs from 

what has gone before by something more than 

ordinary trade variants or features in common use in 

the trade.  In RussellRussellRussellRussell----Clarke and Howe on Industrial Clarke and Howe on Industrial Clarke and Howe on Industrial Clarke and Howe on Industrial 

Designs, Seventh Edition, Sweet and Maxwell, 2005 Designs, Seventh Edition, Sweet and Maxwell, 2005 Designs, Seventh Edition, Sweet and Maxwell, 2005 Designs, Seventh Edition, Sweet and Maxwell, 2005 

at page 128at page 128at page 128at page 128, the learned authors have the following 

to say: 

 
“It has been said that there can be no novelty or originality where 

the shape is imposed upon the designer by the necessity of his 

task, for some mental effort, small though the amount may be, is 

necessary upon the part of the author.  Some skill and labour of a 

draughtsman like nature must be involved. 

 
Thus, mere workshop alterations which any ordinary competent 

workman might be expected to produce in carrying out his 

ordinary day-to-day trade, or would be likely to make in order to 

fit one thing upon another cannot possibly constitute novelty.  

Mere alteration in scale is not in general sufficient to render a 

design new or original.” 

 
127. The relevant “trade” in the case before us, relates to 

the PET bottle industry that uses a filling process 
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known as the hot-filled process.  The bottle used in 

the process is subjected to strenuous heat during 

the filling process known as the hot-filled process.  

The Respondent admitted that the 624 Design was 

intended and applied to hot-filled bottles.  Taken in 

its totality, we are of the view that the features of 

shape and configuration of the Respondent’s 624 

Design should be considered as lacking in novelty 

since effectively it consisted of features which were 

common variants not only in the PET bottle trade but 

also in the hot-fillable PET bottle trade.  That being 

the case, our view is that the Respondent’s 624 

Design has failed to fulfill the requirement under 

section 12(1) of the IDA 1996 and therefore is not 

eligible for registration as an industrial design. 

 
Infringement claimsInfringement claimsInfringement claimsInfringement claims    

    
128. The Respondent’s main actions against the 

Appellants are for infringement of its registered 

industrial design i.e. the 624 Design. 
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129. Under section 32(1) of the IDA 1996, the owner of a 

registered industrial design shall have the exclusive 

right to make or import for sale or hire, or for use for 

the purposes of any trade or business, or to sell, hire 

or to offer or expose for sale or hire, any article to 

which the registered design has been applied.  This 

is a statutory right granted to the owner of a valid 

registered industrial design.  Section 32(2) provides 

protection against any act of infringement of the 

said statutory right.  Section 32(2) provides: 

 
“(2)  Subject to section 30, a person infringes the rights 

conferred by the registration of an industrial design if he, without 

the licence or consent of the owner of the industrial design, does 

any of the following things while the registration is still in force: 

 
(a) applies the industrial design or any fraudulent or obvious 

imitation of it to any article in respect of which the 

industrial design is registered; 

 
(b) imports into Malaysia for sale, or for use for the purposes 

of any trade or business, any article to which the industrial 

design or any fraudulent or obvious imitation of its has 
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been applied outside Malaysia without the licence or 

consent of the owner; or 

 
(c) sells, or offers or keeps for sale, or hires, or offers or keeps 

for hire, any of the articles described in paragraph (a) and 

(b).” 

 
130. In order to succeed in its infringement claims under 

section 32(1) and (2) of the IDA 1996, the first thing 

that needs to be ascertained is that the Respondent, 

who was the Plaintiff in the actions, must be the 

owner of a valid registered industrial design, or a 

person who became entitled by assignment or 

transmission or through other operation of law to a 

valid registered industrial design as stipulated 

under section 30 of the same Act.  The right to sue 

for infringement only relates to a registered 

industrial design i.e. an industrial design which has 

been duly and validly registered under section 12 of 

the Act. It does not relate to an unregistered 

industrial design or an industrial design in which the 

registration was invalidated or cancelled.  This is 
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based on the clear wordings of section 32 of the Act.  

In other words, an owner of an unregistered 

industrial design or whose registration of an 

industrial design has been invalidated or cancelled 

has no right or no locus to sue for infringement 

against anybody under the IDA 1996. 

 
131. In our present case, we have earlier determined (in 

this judgment) that the Respondent’s 624 Design is 

not registrable under section 12 of the IDA 1996 on 

either one of the following grounds i.e. a) that it is 

not an “industrial design” as defined under section 3(1) 

of the Act; or (b) it is not new as it differed only in 

“immaterial details” or “ in features commonly used in the 

relevant trade” with the POKKA design which had 

been earlier disclosed to the public in Malaysia 

before the priority date. 

 
132. Consequently, we have also determined that the 

registration of the Respondent’s 624 Design must be 

invalidated and the certificate of registration in 

respect thereof must be cancelled.  With that 



 
RSNO. W-02(IPCV)(W)-1913-08/2012 

W-02(IPCV)(W)-1914-08/2012 
W-02(IPCV)(W)-1916-08/2012 
W-02(IPCV)(A)-1917-08/2012 

 
 

92 
 

determination, the only conclusion in respect of the 

Respondent’s infringement suits against all the 

Appellants is that all those actions must fall and be 

dismissed.   

 
InvInvInvInvalidation of the 855 Design alidation of the 855 Design alidation of the 855 Design alidation of the 855 Design ––––    Appeal 1917Appeal 1917Appeal 1917Appeal 1917    

 
133. Appeal 1917 arises from the Kuala Lumpur High 

Court, Originating Motion No. D-25(IP)-1-2011 where 

the Respondent sought to invalidate the Malaysian 

Industrial Design Registration No. MY 09-00855-

0101in the name of the Appellant, F&N Beverages 

Manufacturing Sdn Bhd, in respect of a bottle (the 

855 Design).  The Respondent relied on the following 

grounds, namely: 

 
(a) that the 855 Design which has a priority date of 

21 April 2009 was not new or novel in view of 

the Respondent’s 624 Design which has an 

earlier priority date; and 

 
(b) that the 855 Design was obtained through 

unlawful or fraudulent means. 
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134. The learned Judicial Commissioner was of the view 

that the 855 Design was not obtained through 

unlawful or fraudulent means but she found and held 

the said 855 Design was not new and therefore 

invalid, in light of the Respondent’s 624 Design.  

Hence the present appeal vide Appeal 1917 before 

us, (however, there was no appeal filed by the 

Respondent on the findings of the learned Judicial 

Commissioner that the 855 Design was not obtained 

through unlawful or fraudulent means). 

 
135. The learned Judicial Commissioner revoked the 855 

Design under section 27(1)(a) of the IDA 1996 which 

provides: 

 
“(1) At any time after the registration of an industrial design, any 

person may apply to the court- 

 
(a) for the revocation of the registration of the industrial 

design on the ground, subject to section 12, that the 

industrial design has been disclosed to the public prior to 

the priority date of the application for registration of the 

industrial design;” 



 
RSNO. W-02(IPCV)(W)-1913-08/2012 

W-02(IPCV)(W)-1914-08/2012 
W-02(IPCV)(W)-1916-08/2012 
W-02(IPCV)(A)-1917-08/2012 

 
 

94 
 

 
136. At paragraph 163 of her grounds of judgment, the 

learned Judicial Commissioner ruled:  “In the light of 

the above reasons, since F&N’s Design (MY-00855-0101) was 

registered on 21 April 2009, more than 3 years after the 

Plaintiff’s industrial design registration on the 10 February 

2006, therefore, F&N Design is not new and ought to be 

revoked under section 27(1)(a) of IDA”. 

    
137. The “above reasons” referred to by the learned 

Judicial Commissioner clearly refers to her findings 

on the comparison between the 624 Design with the 

design of the bottle of “Sunkist Dash” products (see:  

paragraphs 159-162 of the grounds of judgment).   

“Sunkist Dash” is the product or bottle of the 

Appellant in Appeal 1913 i.e. F&N Dairies (Malaysia) 

Sdn Bhd, a different entity from the Appellant in the 

present Appeal 1917 i.e. F&N Beverages 

Manufacturing Sdn Bhd.  .  .  .  “Sunkist Dash” is the subject 

matter of the Respondent’s claim for infringement 

against F&N Dairies (Malaysia) Sdn Bhd for which 

the Respondent alleged that the said products were 
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using a bottle design which is an obvious or 

fraudulent imitation of the Respondent’s design. 

“Sunkist Dash” is not related in any way to the 

Appellant’s 855 Design, the subject matter of the 

invalidation action in the present Appeal 1917.  

Apparently, the learned Judicial Commissioner had 

erroneously compared the Respondent’s 624 Design 

with the design of the bottle of “Sunkist Dash” 

products. 

 
138. In an action for invalidation of industrial design of 

this nature, what needs to be compared is the 

representation of the earlier design (prior art) on the 

register as found in the certificate of registration (in 

this case it is the 624 Design) with the design of the 

later art (i.e. the Appellant’s 855 Design) but not with 

a design which is not related to the claim.  It is trite, 

that parties to a litigation must be bound by their 

respective pleadings.  The parties as well as the 

judge must strictly, adhere to this basic principle of 

litigation.  In determining the issue in this case, the 
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judge cannot compare the Respondent’s 624 Design 

with another design which is not included in the 

pleadings.  It is fatal to her decision. (See:  GaskeGaskeGaskeGaskeIIIIIIII    & & & & 

Chambers Ltd v Measures MaChambers Ltd v Measures MaChambers Ltd v Measures MaChambers Ltd v Measures Masssster Ltd (supra)ter Ltd (supra)ter Ltd (supra)ter Ltd (supra). 

 
139. This error on the part of the learned Judicial 

Commissioner is fatal to the Respondent’s claim for 

invalidation of the Appellant’s 855 Design.  On this 

ground alone the Respondent’s motion for 

invalidation of the Appellant’s 855 Design must fall 

and that Appeal 1917 must be allowed. 

 
Author of the 855 DesignAuthor of the 855 DesignAuthor of the 855 DesignAuthor of the 855 Design    

    
140. However, for completeness we shall deal with the 

Respondent’s allegation that the Appellant was not 

the owner of the design in question.  The 

Respondent had alleged that the 855 Design rights 

belonged to an entity called Guangdong Xing Lian 

Precise Machinery Company Limited (Guangdong) 

and claimed that the Appellant, F&N Manufacturing 

Sdn Bhd was not the owner of the said design and 



 
RSNO. W-02(IPCV)(W)-1913-08/2012 

W-02(IPCV)(W)-1914-08/2012 
W-02(IPCV)(W)-1916-08/2012 
W-02(IPCV)(A)-1917-08/2012 

 
 

97 
 

therefore has no right to register it.  This allegation 

brings into play the provisions of section 10 of the 

IDA 1996 which provides: 

 
“(1) Subject to this section, the author of an industrial design shall be 

treated for the purposes of this Act as the original owner of the 

industrial design. 

 
(2) Where an industrial design is created in pursuance of a 

commission for money or money’s worth, the person 

commissioning the industrial design shall, subject to any contrary 

agreement between the parties, be treated as the original owner of 

the industrial design. 

 
(3) Where, in a case not falling within subsection (2), an industrial 

design is created by an employee in the course of his employment, 

his employer shall, subject to any contrary agreement between the 

parties, be treated as the original owner of the industrial design”. 

 

141. The legal principle on this issue is that the person or 

body who first conceived and drew the original 

sketch of the design desired was the author of the 

design in question and by virtue of section 10(1) of 

the IDA 1996, shall be treated as the original owner 
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of the said industrial design.  The facts and findings 

of Kekewich J in Pearson V Morris Wilkinson & Co Pearson V Morris Wilkinson & Co Pearson V Morris Wilkinson & Co Pearson V Morris Wilkinson & Co 

[1906] 23 RPC 738[1906] 23 RPC 738[1906] 23 RPC 738[1906] 23 RPC 738 give a clear illustration on the 

issue.  At page 743 or the report it was held: 

 
“Then is Mr Pearson the original designer: is the novelty his? 

That was questioned in the opening on the motion, but on the 

evidence it seems to be quite clear that Mr Pearson made the 

rough sketch which I hold in my hand, and on which he made 

some remarks.  He gave the size of it in inches, and he gave some 

rough instructions.  Then he sent it to Mr Harry Eaton, and told 

him to make a perambulator according to that sketch. ….. But 

what is important is that Eaton with the sketch and the verbal 

instructions produced the very thing that Mr Pearson intended to 

be produced.  He took it back to Mr Pearson and he at once 

approved it.  There was no alteration: no going backwards and 

forwards; once the article was produced, it was also approved as 

being the thing which Mr Pearson wanted.  Eaton may have 

slightly improved on Mr Pearson’s instructions: that is quite 

possible; but the article which he made was the article which Mr 

Pearson wanted to be made.  So that I have every condition 

fulfilled, and the article here is really the invention as regards 

design of Mr Pearson…” 
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142. In the present case, the employee of the Appellant in 

Appeal 1917 created the 855 Design and thereafter 

the Appellant commissioned Pet Far Eastern (M) Sdn 

Bhd (“Pet Far”) (“Pet Far”) (“Pet Far”) (“Pet Far”) (its bottle supplier) to produce 

bottles according to the design.  Upon receiving the 

Appellant’s instructions to produce a bottle 

according to the 855 Design, Pet Far gave 

instructions to Global Star Hong Kong Development 

Limited (“Global Star”)(“Global Star”)(“Global Star”)(“Global Star”) which acted as the export 

office of and as part of Guangdong Xinglian Precise 

Machinery Company Limited (GuGuGuGuananananggggdongdongdongdong)))) to 

manufacture the pilot moulds for prototype bottles 

and eventually, the commercial moulds for the same 

bottles. 

 
143. DW7 and DW11 (both were Managers of the 

Appellant in Appeal 1917) testified that the Appellant 

started working on the 855 Design in January 2009.  

It was only after the design was completed did the 

Appellant give it to Pet For to produce pilot moulds 

and finalise the final measurements and 
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specifications of the 855 Design.  DW8 testified that 

Global Star is part of Guangdong and Guangdong 

had for all intent and purposes created the 

drawings, pilot moulds and commercial moulds of 

the 855 Design on the instruction of Pet Far received 

from the Appellant and according to the 

specifications of the Appellant. 

 
144. Being a company with its own entity, the said 855 

drawing must have been created by the employee of 

the Appellant.  The evidence of DW7, DW8, DW9 and 

DW11, all corroborated each other on this point.  

Section 10(3) of the Act clearly provides that where 

an industrial design is created by an employee, his 

employer shall be treated as the original owner of 

the industrial design.  In other words, the Appellant 

would still be the lawful owner of the said industrial 

design. 

 
145. On the above reasons, we find that the 

Respondent’s contention on this issue has no merit.  

We are still of the view that the Appellant, F&N 
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Manufacturing Sdn Bhd was at all material times the 

author and the owner of the 855 Design. 

 
Appellate Appellate Appellate Appellate InInInInttttererererfefefeferencerencerencerence    

    
146. Generally, the appellate court is very slow in 

interfering with the findings of a trial judge.  

However it is the duty of the appellate court to 

interfere with the findings if there had been non-

consideration or insufficient judicial appreciation of 

material evidence; if the findings of the trial judge do 

not accord well with the probabilities of the case, or 

if the facts were misapprehended and wrong 

principles of law were applied. 

 
147. The Federal Court in Gan Yook Chin & Ano v Lee Ing Gan Yook Chin & Ano v Lee Ing Gan Yook Chin & Ano v Lee Ing Gan Yook Chin & Ano v Lee Ing 

Chin & Ors [2004] 4 CLJ Chin & Ors [2004] 4 CLJ Chin & Ors [2004] 4 CLJ Chin & Ors [2004] 4 CLJ 333309 (FC)09 (FC)09 (FC)09 (FC) had given a good 

guidance warranting appellate interference in 

appropriate case.  Stave Shim, CJ (Sabah & 

Sarawak) said page 320: 

 
“In our view, the Court of Appeal in citing these cases had clearly 

borne in mind the central feature of appellate intervention i.e. to 
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determine whether or not the trial court had arrived at its decision 

or finding correctly on the basis of the relevant law and/or the 

established evidence.  In so doing, the Court of Appeal was 

perfectly entitled to examine the process of evaluation of the 

evidence by the trial court.  Clearly, the phrase “insufficient 

judicial appreciation of evidence” merely related to such a 

process.  This is reflected in the Court of Appeal’s restatement 

that a judge who was required to adjudicate upon a dispute must 

arrive at his decision on an issue of fact by assessing, weighing 

and, for good reasons, either accepting or rejecting the whole or 

any part of the evidence placed before him.  The Court of Appeal 

further reiterated the principle central to appellate intervention 

i.e. that a decision arrived at by a trial court without judicial 

appreciation of the evidence might be set aside on appeal.  This is 

consistent with the established plainly wrong test. 

 
148. The principle is that a decision arrived at by a trial 

court without sufficient judicial appreciation of the 

evidence may be set aside on appeal.  An appellate 

court should asses the evidence on record with a 

view to satisfy itself that the appreciation of 

evidence by the trial court is not vitiated on account 

of any erroneous or illegality and it is not palpably 
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erroneous.  The sustainability of the judgment 

depends on the soundness of the reasons given in 

support of the findings and the conclusion (see:  

State of Rajasthan v Hanuman (AIR) [2001] SC 282 State of Rajasthan v Hanuman (AIR) [2001] SC 282 State of Rajasthan v Hanuman (AIR) [2001] SC 282 State of Rajasthan v Hanuman (AIR) [2001] SC 282 

at page 284at page 284at page 284at page 284). 

 
149. Another established principle on the issue of 

appellate interference is found in the decision of the 

Indian Supreme Court in Tek Chand v Dile Ram (AIR) Tek Chand v Dile Ram (AIR) Tek Chand v Dile Ram (AIR) Tek Chand v Dile Ram (AIR) 

[2001] SC 905 [2001] SC 905 [2001] SC 905 [2001] SC 905 where it was held (at page 916): 

 
“No doubt, an appeal court will be slow in disturbing a finding of 

fact recorded by the trial court based on proper appreciation of 

evidence but it is also the duty of the appellate court to disturb it if 

the burden of proof is not discharged by cogent, positive and 

acceptable evidence in the light of law laid down by this court.  

More so when there is non-consideration of material evidence and 

appreciation of evidence is not objective and one sided.” 

 
150. In the present case, we are of the view that the 

learned Judicial Commissioner had failed to 

appreciate the factual evidence that was presented 

to her.  This court would be in just as good a position 
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to determine from the factual evidence the 

conclusion that should be arrived at from those facts 

and evidence.  As a whole, we find the following 

errors (inter alia) committed by the learned Judicial 

Commissioner: 

 
(a) failed to judicially appreciate the evidence 

when she failed to find that the POKKA design 

was disclosed in Malaysia before the priority 

date of the 624 Design; 

 
(b) applied the wrong principle of law when she 

found that the Respondent’s 624 Design was 

novel at its priority date, in that: 

 
(i) in comparing the 624 Design with the 

POKKA design, she relied on the physical 

bottles of the Respondent’s Tropicana 

Twister products whose design is not the 

same as the 624 Design as shown in the 

certificate of registration; 
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(ii) instead of comparing the 624 Design with 

the POKKA design through the eyes of an 

“instructed”  or “informed”  person, she did 

so through the eyes of uninformed 

customers (PW3 and PW5); 

 
(iii) instead of comparing the 624 Design as a 

whole, she relied on or was influenced by 

a part-by-part or feature-by-feature 

comparison. 

 
(c) applied the wrong principle of law when she 

failed to find that the 624 Design consists of 

features of shape or configuration which are 

dictated solely by the function which the bottle 

has to perform; and 

 
(d) applied the wrong principle of law when she 

found that the 624 Design has been infringed, 

in that she failed to also compare the essential 

or striking features of the two designs (namely 
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the 624 Design and the 855 Design) bearing in 

mind the state of the prior art. 

 
151. In such a situation, we are duty bound to exercise 

our appellate jurisdiction to interfere and to correct 

the errors as leaving the judgment uncorrected 

would result in gross injustice. 

    
ConcConcConcConclusionlusionlusionlusion    

    
152. Based on the above considerations we make the 

following findings, namely: 

 
(a) that the Respondent’s 624 Design does not fall 

under the definition of “industrial design” 

under section 3(1) of the IDA 1996 and 

therefore not registrable under section 12 of 

the same Act, on the grounds that: 

 
(i) the element of “eye-appeal” of the 

features in the finished article or product 

is not established; 
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(ii) the design is excluded from the definition 

as the features of shape or configuration 

in the product are dictated solely by the 

function which it has to perform. 

 
(b) on the above grounds alone the Respondent’s 

624 Design does not qualify to be registered as 

an “industrial design”; and therefore the 

Appellant’s counter-claim for invalidation of 

the Respondent’s 624 Design must be allowed 

and the Appellant’s appeals in Appeals 1913, 

1914 and 1916 must be allowed; 

 
(c) the Respondent’s 624 Design was not new at 

the priority date and therefore should not have 

been registered under section 12 of the IDA 

1996, on the grounds that it differed from the 

prior art of the POKKA design only in 

immaterial details; and it consisted of features 

which are commonly used in the relevant 

trade; and the POKKA design had been 
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disclosed to the public in Malaysia before the 

priority date; this is another ground to 

invalidate the Respondent’s 624 Design and 

the Appellants’ counterclaim for its invalidation 

must be allowed and the Appellants appeal 

vide Appeals 1913, 1914 and 1916 must be 

allowed; 

 
(d) that all the Respondent’s infringement actions 

against the Appellants in Appeals 1913, 1914 

and 1916 must fall on the ground that the 

Respondent’s 624 Design is invalidated under 

section 27 of the IDA 1996; the Respondent’s 

infringement suits must be dismissed; 

 
(e) that the Respondent’s action to invalidate the 

Appellant’s 855 Design in Appeal 1917 must be 

dismissed on the ground that the learned 

Judicial Commissioner had erroneously failed 

to compare between the 624 Design (as prior 

art) and the 855 Design (instead she compared 

it with the “Sunkist Dash” bottle which was the 
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subject matter in a different matter in appeal 

1913 involving different parties); and therefore 

the Appellant’s appeal in Appeal 1917 must 

also be allowed; and 

 
 
(f) that this is a proper case for this court, in 

exercising its appellate jurisdiction to interfere 

and to correct the error in the trial court’s 

judgment so as to avoid gross injustice. 

 
 

153. On the above grounds we allow all the four (4) 

appeals before us – namely Appeal 1913, Appeal 

1914, Appeal 1916 and Appeal 1917 with costs.  We 

set aside the decisions of the trial court in all the 

appeals; and make an order that all deposits in 

respect of all the appeals be refunded to the 

respective Appellants.  On the issue of costs, we 

make an order that the Respondent to pay costs of 

RM200,000 to the Appellant in Appeal 1913 (here 

and below); and costs of RM300,000 to all the 
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Appellants in Appeal 1914, Appeal 1916 and Appeal 

1917 (here and below). 
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