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[2017] 3 CLJ 454 

 

Court of Appeal 

Court Second Instance 

 

 

Keywords: Well-known mark – Rectification - Prohibition on registration Conclusiveness of 

registration 

Type of Intellectual Property Rights: Trade Mark  

       

Legal Basis:  

Trade Marks Act 1976 ss 10, 14(1)(a), (b), (C), (d), (e), 25, 35, 37, 38, 45 

Trade Marks Regulations 1997 reg 13B 

 

Facts: 

The appellant’s appeal is against the decision of the learned trial judge who had allowed the 

respondents’ application to expunge the trade mark of the appellant in relation to different 

goods and registered in different class. The respondents claimed it had established goodwill 

and reputation in its trade mark in Malaysia through extensive and long use of the said mark 

for goods falling in Class 4 and the trade mark had become distinctive of the respondents. The 

appellant, however, filed a trade mark application for the mark (‘the offending mark’) which 

was identical to the respondents’ trade mark and the offending trade mark was registered, 

despite the existence of the respondents’ common law rights in the trade mark. Although the 

repondents’ production was based on oil lubricant, these products were used in the equipment 

such as ‘oil filters, belts, motors etc’ and were identical to the appellant’s products in Class 7. 

Therefore, the ‘end user’ was the same which could cause confusion; both the respondents’ 

goods and the appellant’s goods were essentially used in the motor vehicle industry and were 

sold through the same distribution channels such as workshops for motorcycles and other 

vehicles.  

The issues that arose were whether there was no resemblance of mark between the 

respondents’ mark and the appellant’s mark; and whether there would be no likelihood of 

confusion or deception taking into consideration the nature of business of the respondents 

and the appellant as well as the nature of connection between the goods as well as the marks. 



MALAYSIA  

Page 2 of 2 
 

Substance:  

The Court took the view that the appeal has no merit. In the instant case, the repondents had 

established that there was a real likelihood of deception and/or confusion to the public, as per 

the judgment of the learned trial judge. The learned trial judge has applied the right test and 

has identified the correct legal principles and applied to the facts of the case based on 

evidence. The conclusiveness of a registered mark after the expiration of seven years will not 

ordinarily be applicable to a mark which has been registered in breach of s. 14 TMA 1976. In 

this aspect, on the facts, the learned trial judge had correctly applied the law. 

 

Result:  

The appeal is dismissed with costs of RM10,000 subject to allocatur. Deposit to be refunded. 

 

 

Decision Date: 11/1/2017 

 


