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Legal Basis:  

Patents Act 1983 ss 26, 56(2), (3), 57(2),79A(3) 

Patents Regulations 1986 regs 14(1), 19(3)                                                                                                                                                                                  

 

Facts: 

This is an appeal brought by the appellants ('the plaintiffs') against the decisions of the High 

Court and the Court of Appeal for patent infringement of their patent, 194 Patent. The High 

Court dismissed the plaintiffs’ action on the ground that the 194 Patent was obvious as at the 

priority date and therefore, lacked inventive step. In relation to all the dependent claims 2-22, 

the trial judge, referring to the decision of the Federal Court in SKB Shutters Manufacturing 

Sdn Bhd v. Seng Kong Shutter Industries Sdn Bhd & Anor, ruled that once the independent 

claim 1 was found to be invalid for lack of inventive step, all the claims 2-22, were consequently 

invalidated without a need for the defendant to adduce evidence individually to invalidate each 

of them; nor was there a requirement for the court to consider separately the validity of each 

of them. The invalidation of 194 Patent led to the plaintiffs’ infringement claim against the 

defendant to fall.  The sole issue for consideration in this appeal was whether the adjudication 

of an independent claim as invalid, automatically rendered claims which were dependent on 

the independent claim invalid, without the need for the court to consider separately the validity 

of each and every dependent claim(s). 

 

Substance:  

The Court held that where an independent claim is adjudged to be invalid, claims which are 

dependent on the said independent claim would be automatically rendered invalid without the 

need for the court to consider separately the validity of each and every dependant claim(s) if 
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the independent claim and dependant claims relate to the same and one invention and the 

defendant claims have no separate independent features of themselves. The decision is 

entirely based on the evaluation of the factual matrix of the case, involving 194 Patent, without 

making any reference to the earlier ruling of this court in the case of SKB Shutters 

Manufacturing (supra).  

The above decision is consistent with SKB Shutters’ ruling and is also consistent with judicial 

decisions in other jurisdictions. Patent matters, like other intellectual property matters, usually 

involve the element of international flavour with international jurisdiction for their recognition 

throughout the world. Unless, otherwise expressly provided for in our local laws, our judicial 

decisions on the matter, should, as far as possible, be consistent with the decisions in other 

jurisdictions. However, it must also be stressed that these foreign decisions are not legally 

binding on our courts; they are highly persuasive for the sake of consistency.  

The learned judge had correctly taken into his consideration on this issue in his judgment. He 

appreciated that the court’s invalidation of the independent claim 1 for not complying with the 

inventiveness requirement, is fortified by the similar findings of invalidation in other foreign 

decisions on the same patent. 

 

Result:  

The appeal is dismissed with costs. The Federal Court affirmed the decision of High Court and 

the Court of Appeal. 

 

 

Decision Date: 21/8/2019 

 


