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Legal Basis:  

Courts of Judicature Act 1964 s 96(a) 

Evidence Act 1950 s 45                                                                                                                                                                                                                                 

Patents Act 1983 ss 11, 12(1), 13, 14(2)(a), 15, 16, 26, 56(2)(a)                                                                                                                                                                                                                                                                                                                                                                                                                                                     

Patents Regulations 1986 reg 12 

Rules of the Federal Court 1995 r 47(4) 

Patents Act 1949 [UK] ss 32(1)(f) 

Patents Act 1977 [UK] s 3   

 

Facts: 

The present appeal concerns the validity of a patent relating to a plumbing product known as 

the SPIND Floor Gully/Trap. The appellant brought an action for infringement of the patent 

against the respondents. The respondents filed a counterclaim seeking a declaration that the 

patent is invalid. The trial judge ruled that appellant's patent ('MY-567') was not an invention 

within the meaning of Patents Act 1983 or novel or involving inventive steps to qualify as a 

patented product and in the event invalidated MY-567 and expunged it from the registry. The 

leave panel of the apex court allowed the following three questions of law posed for 

deliberation and determination: whether for the purpose of considering whether a patented 

invention was inventive (or not obvious), the court was required to apply and carry out the 

four-step test as propounded in Windsurfing International Inc v. Tabur Marine (Great Britain) 

Ltd (‘the Windsurfing test’); whether there was a distinction between determining ‘claimed 

features’ of the claims of a patent (for the purpose of assessing novelty and infringement) and 

determining the ‘inventive concepts’ of the invention in the patent (for the purpose of assessing 

inventiveness); and if the answer to the above question was in the affirmative, whether an 
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assessment of the ‘inventive concept’ of the invention was to be confined to just the claims of 

the patent or should be construed from reading the patent specifications as a whole and with 

the common knowledge of the skilled person. 

 

Substance:  

The Court held that the Windsurfing test should be generally applied for the purpose of 

considering whether an alleged invention is inventive. Even if the invention in MY-567 is novel, 

the Court found that it does not involve an inventive step as required in the Patents Act 1983. 

While the High Court and the Court of Appeal have not applied the Windsurfing test in a 

structured manner, the Court nevertheless saw no reason to depart from the conclusion 

reached by the courts below on inventiveness. The Court also held that in determining both 

the scope of the claims for assessing novelty and the inventive concept for assessing 

inventiveness, the Court must look at the claims in the patent. However, the inventive concept 

is not one and the same as the claims; it is the core or essence of the invention.  

The Court opined that the inventive concept of an invention is to be assessed by reference to 

the claims. It cannot be a vague or generalised concept excluded from the claims but derived 

from the specification as a whole. Applying the principles of purposive construction, the Court 

took note that the reparability feature was not expressly stated nor alluded. It is a technical 

advantage derived from the interworking of the separate portions in a three-part design which 

has been disclosed. The monopoly claimed by MY-567 cannot be broadened to include the 

reparability feature by reference to the background section of the specifications. Hence, it was 

rightly conceded by the appellant and concluded by the learned trial judge that the reparability 

feature does not fall within the scope of the claims in MY-567. In view of the foregoing, the 

Court held that the MY-567 patent is invalid. 

 

Result:  

The appeal is dismissed with costs. The Federal Court affirmed the decision of High Court and 

the Court of Appeal. 
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